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such full, clear, and exact terms as to enable any person skilled in the art or
science to which it appertains to make, construct, and practice the invention to
the same practical extent as they would be enabled to do so if the information
was derived form a prior patento]&til FtA|3l o]gi= @ BEot A E o] & AF ot}
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Claim 1. A portable computer constructed to be contained within an outer case
for transport and to be erectable to a viewing and operating configuration for use,
said computer comprising a base, a display housing, a top cover, a rear cover,
hinge means for permitting swinging movement of the display housing about an
axis of rotation adjacent the rear end of the display housing and from a closed
and latched position of the display housing on the base to an erected position for
viewing by an operator, and including stop means for holding the display housing
at the desired angle for viewing,

the hinge means being located in a mid portion of the base and wherein the
hinge means permit swinging movement of the display housing to an erected
position in which the inner surface of the display housing is held in an upward
and rearwardly inclined angle for viewing by an operator in front of the computer,
and including a keyboard in the portion of the base which is exposed by the
movement of the display housing to the erected position.
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Geneva Endanger Innovation Within The Pharmaceutical Industry?”, 8 Colum. Sci.
& Tech. L. Rev. 37, 2007 & & o i, WAH /A 848 A8k AR 1
HAS] 89S E8ske Blo] vAsla, JfAlE dgo] HAgke] Adow JjAlE U
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g o] Anuks VEsiMeE FEekA @al, I BS ofwA A=A
st AHE A|lgstoiof shtl= ofn]olt,
kM 713t In re Paulsen AFALBDOAME U3} 7| HES AR FHo

A FHE = s FUE AFH B3 SsErglsde] thsho], ol

= AT U= AFoldt gsto] Agstolof shal, HAage] de 2dete Aol
agdtE WA AE AHeste AL ElgeRA] tial 3 ZO® Janice M.
Mueller, Donald S. Chisum, “Enabling Patent Law'S Inherent Anticipation Doctrine”,
45 Hous. L. Rev. 1101, 2008. pp. 1163-1164(“We support cabining the doctrine in
favor of more robust tools for policing patent validity, such as the nonobviousness
requirement. Patent claims (or limitations thereof) should be held anticipated under
principles of inherency only when the inherency is truly inevitable. Inevitability
turns on the quality of the prior art's disclosure. ... Whatever teaching was
explicitly provided by prior art, be it instructions, examples, or other guidance,
such teaching must be so clear that when replicated, no more than de minimis
experimentation would be required to obtain the claimed invention. If the art
worker would have to experiment beyond this minimal degree, a finding of
anticipation by inherency is not appropriate”) °©] Uth FAFE FHAZ, Paul G.
Alloway, “Inherently Difficult Analysis For Inherent And Accidental Biotechnology
Inventions”, 38 Suffolk U. L. Rev. 73, 2004; Peter D. Smith, “Anticipating Too
Much: Why The Court Should Avoid Expanding The Doctrine Of Inherent
Anticipation”, 61 N.Y.U. Ann. Surv. Am. L. 823, 2006.

130) Seymour v. Osborne, 78 U.S. (11 Wall.) 516, 20 L.Ed. 33 (1870)(“... anticipation
cannot occur unless a prior art reference is enabling - that is, it contains a
substantial representation of the patented improvement in such full, clear, and
exact terms as to enable any person skilled in the art or science to which it
appertains to make, construct, and practice the invention to the same practical
extent as they would be enabled to do so if the information was derived form a
prior patent.”).

131) In re Paulsen, 30 F.3d 1475 (Fed. Cir. 1994).

132) S8ge) TS EAPAS J0Esk W Wol2E WAE olste] HAsH:
49 Fulg BHUE T WEOR Hol Slo), Ehel frayel AYs He

o

T RS
e Ao mE U];H_Q_ AFEE o] AMA EFuE S Aajsl= Axprl 2 Aol
u=r E3] A 4,571,456& Portable Computer.
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Claim 1. A portable computer constructed to be contained within an outer case
for transport and to be erectable to a viewing and operating configuration for use,
said computer comprising a base, a display housing, a top cover, a rear cover,
hinge means for permitting swinging movement of the display housing about an
axis of rotation adjacent the rear end of the display housing and from a closed
and latched position of the display housing on the base to an erected position for
viewing by an operator, and including stop means for holding the display housing
at the desired angle for viewing,

the hinge means being located in a mid portion of the base and wherein the
hinge means permit swinging movement of the display housing to an erected
position in which the inner surface of the display housing is held in an upward
and rearwardly inclined angle for viewing by an operator in front of the computer,
and including a keyboard in the portion of the base which is exposed by the
movement of the display housing to the erected position.

133) Id. at 1480(“This argument, however, fails to recognize that a prior art
reference must be “considered together with the knowledge of one of ordinary
skill in the pertinent art.”).

134) In re Donohue, 766 F.2d 531, 533 (Fed. Cir. 1985) (“It is well settled that prior
art under 35 U.S.C. § 102(v) must sufficiently describe the claimed invention to
have placed the public in possession of it. Such possession is effected if one of
ordinary skill in the art could have combined the publication's description of the
invention with his own knowledge to make the claimed invention. See In re
LeGrice, 301 F.2d at 939, 133 USPQ at 373-74. Accordingly, even if the claimed
invention is disclosed in a printed publication, that disclosure will not suffice as
prior art if it was not enabling. In re Borst, 345 F.2d 851, 855, 145 USPQ 554,
557 (CCPA 1965), cert. denied, 382 U.S. 973, 86 S.Ct. 537, 15 L.Ed.2d 465
(1966). It is not, however, necessary that an invention disclosed in a publication
shall have actually been made in order to satisfy the enablement requirement.”).

135) Donald S. Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F.
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H AbAC 2+ Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 782

(Fed. Cir. 1985).
137) Roger Shechter, John Thomas, op cit., p.82.

138) Id. at 78. tiut o]} & 79
Ado] kg Flolt), Id.
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Scott Kieff, op cit.,, p. 414.
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Hol = Alow dofste] Fddtthal sh= A= dou, A A
ojo = Eretal FASthaL o= AAA wdAEY JHdS v=e Ag
gol & = glut

A = Feol A= AlatAd(Novelty) S 918te] dd7]=
Fal B IS BTG ufo] Fef Brgo] A v]eEe] e
A3 TR = ofYsta 1 s E(equivalents)S XEFHEAL &

U139 1982y A3t A ¥A(the Court of Appeals for the
Federal Circuit)e] FAwo] Ed A% #sle] dALEasts PASHA
- FA38] sto] 5T 7]

KN
=
. AT Aol delAT Aol

pu)

do= s Beolar 3o, ARAskAd(minor)  RIEEA<I
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WEae ek wobEY = glrka wASa glrhly
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:

139) RCA Corp. v. Applied Digital Data Sys., Inc,, 730F2d 1440(Fed. Cir. 1984)

140) PPG Inus.,Inc. v. Guardian Indus. Corp., 75F.3d 1558, 1566(Fed. Cir. 1996);
Motorola, Inc. v. Interdigital Technology Corp., 121 F3d 1461(Fed Cir. 1997)

141) In re Spada, 911 F.2d 705, 708 (Fed. Cir. 1990).
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8. FHESFH(EPC)A Y LA F

FHE3 g 2H(European Patent Convention)2] 2ol &% vy
o] 538%7] g ax1o® i, IEACl 87HE A B 9
rRR7EA ol A e g ol Alatadel gleAel o o] sk 2w
A= QA e 7|5 F(state of the art)e] FFotatar, @F 9 &
gol AAe VesFTd Hlete] AlatrdA o] o Fo Adow i
A9 7EFTs T8k AL 9 EA4, AAEE 2 s 2
o] %ol ol& ks AL vt FAE A3 7]<(published prior
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S AL ofd FAd AA7|=e A9E FoAste AR,
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ojmz, o] au] AAE £/l om o o] A AAld 1 EE o] A AAd 3

o] Wol ofste] GA|sh= el 9sto] o] AR wWAAC Z|AE Al ost AHT}
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AAEY] FEE o] A9 7} FAd vFo ke WEelx] ki, oulgAlEe] FE7} o
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5 T e AFole At dwE fgk P 7k AddrleEddol
Aok S 7l okl WAA WA RFEH FetE = FHAA TRA
2HE ‘FHAHolar doA o #(directly and unambiguously) E=&=%E
T e AR AATes AT LS ddete Agdde
walol "HAA A= A ol olste] AlqfAdel FAHER He7)
=S B £dS Lol glo] A o® arelEofof gt Zlo] I
WA = o]rh 166) QIE&lel Z[AHo A B2 weES o|zle] H

4 273} HEol gEel rks Holq SulE A9 Aitel AFow AFe
%, 9o 499 A% FEAL WAT 5+ AT,

163) Gerald Paterson, ELEMENTS OF THE EUROPEAN PATENT SYSTEM The Law
and Practice of the European Patent Convention, Yushodo Press, 1995, p.362.

164) Id.

165) European Patent Office, Case Law of the Boards of Appeal of the European
Patent Office 4th ed., 2001, p.57

166) Gerald Paterson, op cit., p.362.

167) Gerald Paterson, op cit., p.370; European Patent Office, op cit., p.59.
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DAL HA Rtk 416900 4,

168) Gerald Paterson, op cit., p.372; European Patent Office, op cit., p.66.

169) Article 56[45] Inventive step Art. 52, 100, 138 R. 30, 42, 61
An invention shall be considered as involving an inventive step if, having regard
to the state of the art, it is not obvious to a person skilled in the art. If the state
of the art also includes documents within the meaning of Article 54, paragraph 3,
these documents shall not be considered in deciding whether there has been an
inventive step.

170) &MEA ofydt AEdo] AfA HdAe] AMar|Eoe] @ 4 ks Aotk
Alexander Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390, 46 S.Ct. 324, 70
L.Ed. 651 (1926) ##9] HAE v= 539 A102x(e)@Fo.2 Mt w3l ol o
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172) “It is not correct to interpret the teaching of a document as embracing
well-known equivalents which are not disclosed in the document: this is a matter
for obviousness.” Gerald Paterson, op cit., p.370; T168/84 O. J. EPO 1987, 369.

173) “wddgol &gl st 1 A LAV He B igHEs 22 & 9
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293) Y& HEIT, FEOIEIE HASHE, 2006, I 3w 3.2. 9 3.4(1); HEE Jiith
¥, “FEFEARIC BT SO OWTT, R 2415, FRFTHEEERGZ, 2005,
95H.

294) ¥ FET, FRIERETE ASHE, 2006, 1D 3w 3.2(3)9) Al e WY
22

295) ti¥ 2011. 4. 28. A3 201092179 &4,

296) oA, e A o] A& Ve o] B st dHe wdAd ek A
BAS HAMA WoAAA FrF Fostofof gt = Ao, fllfE—, “RFrk295020
SO —EAMTIC B 5 HlTE#k OB, 7>+ Vol. 61 No. 11, 2008, 31
CCOBEOBRE L, FHHHIEFEICLHENTWAINEZ DL D% EHEICHEMRL, iR
T 2 DICHlE#&E SN T 5 2 L 22MoBRA L L, BT RKO 2 Wik e D
RERROHIE R 2 M5 S 5 HIUT, Bl ako 4 H O M 3551 MR i 2 #ipH £ TR — D
PHE L& 5 RIEEANETH B (0] 1A HAARSE HAdBGAA Foll 71 =
g aoRE Ao ofsfsta, siAsly] et TledAs el AS A
SAZ star, A WA 717 fle A A Aolds Bkt A ow
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A AT el e el s 5
of el Aol Be 1AL A8 F flo} o] A
#(double patent) FA¢] AH & AU ol B YA E

Qo] F9 ol BEHY FAL HEY TS A8 e Hol

A
101x9] &<

pi =<
Fhyel B2 ws 4 9ub. 72990 1 2AZS Fa 9tk upeba] A%

297) 22 FHA, HsA, vFEY, Ml 2011, 131ECAI102%(9)E vl Adg 3o
Alz=Eo] 7127F He 2@olth”). =53 R(pre-AlA) Al102% (92, Aol B
Aol ofal] o]Fojx|a, Mol 27y 2H A ofst Ao SIS 5 flvke F
o] A olt} 35 U.S.C. 102(g).

298) H]=ESH A|103%(a); Janice M. Mueller, Patent Law 3rd ed., Aspen, 2009, p.
209(“The current U.S. law is that all types of §102 prior art are available for
purposed of establishing obviousness under §103.”).

299) 35 U.S.C. 101 Inventions patentable.

Whoever invents or discovers any new and useful process, machine, manufacture,
or composition of matter, or any new and useful improvement thereof, may obtain
a patent therefor, subject to the conditions and requirements of this title.
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dA o]FE3E NHolfrE = Afole 10125 7] B2
AAISHA Eo] Ath300) EFF o] F5E FA= &
sdetA Fret= B wye] diste] RAFS AT 5 fle B
e = o] F 55 wAldF o] ALE= HolA Fejveiets Aol
t}. o] A9 HUd o]FEF|(same-invention double patenting)oll
thH]ste] A& o] FE3F](obviousness—type double patenting)2}il 3}
ar =, ol BMAA A A Fal e A oy il deEEA
AelE Folw L A E T4 JEA wdd FYsirt30D
S-gvete] gdiE o] dlSsle 2R vamEFHl= AFAES
AL e All02xd dute] FowA AN Qlthstn) FH w|

FSL

rUO

300) A&, ml=ESHY ols), 28, 2010, 87W Z=¢ 155; US.P.T.0., MANUAL OF
PATENT EXAMINING PROCEDURE, 2000, sec. 804 II. A. Statutory Double
Patenting - 35 U.S.C. 101 %=,

Claim [1] rejected under 35 U.S.C. 101 as claiming the same invention as that of
claim [2] of prior U.S. Patent [3]. This is a double patenting rejection.

s, Aol 531Ed F2 A5olle=

Claim [1] provisionally rejected under 35 US.C. 101 as claiming the same
invention as that of claim [2] of copending Application No.[3]. This is a
provisional double patenting rejection since the conflicting claims have not in fact
been patented.

301) Donald S. Chisum, Elements of United States Patent Law 2nd ed., Yushodo
Press Co. LTD., 2000, p.346.

302) (pre-AIA) 35 U.S.C. 102 A person shall be entitled to a patent unless —

(e) the invention was described in — (1) an application for patent, published under
section 122(b), by another filed in the United States before the invention by the
applicant for patent or (2) a patent granted on an application for patent by
another filed in the United States before the invention by the applicant for patent,
except that an international application filed under the treaty defined in section
351(a) shall have the effects for the purposes of this subsection of an application
filed in the United States only if the international application designated the
United States and was published under Article 21(2) of such treaty in the English
language; (Jo]29] IAF/NE 23,

35 U.S.C. 102 (AIA)

(a) NOVELTY; PRIOR ART.—A person shall be entitled to a patent unless—

(2) the claimed invention was described in a patent issued under section 151, or
in an application for patent published or deemed published under section 122(b),
in which the patent or application, as the case may be, names another inventor
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CAS ofdeh ol gEvebet ddvhs thE StellM A
AEdel SMAAY, WAL ghrso] Fr AA =

of meh Jelz AL 17l BB, of JIke] Fuo] weh ¥
wye] Edelnsl Agst ge Bedve 4e Bx Qm, we
o] Mol MFAA FARNA opE SHEUALAL A§WUHOE A4S
T UA star Fofl P ESY §102(e)= HirskE Milburn 9%]309)0]

and was effectively filed before the effective filing date of the claimed invention.

(Fojzo] ATNE A ).

303) &= dEe] FojE HY A4S v=te] Milburn Doctrmeoﬂfﬂ S Wk Aol
o} ol e feiveiel o] e A qiAe] AdEdel #E A36x(4Ee A
$- A392)7F obd At WEAd 3 8 1E FAsHE A29%e] dRR(YR HS

292:9] 2) A= dths HoAE Ao R g<lo] Hrt

304) Roger Shechter, John Thomas, op cit, p. 137(“In such circumstances, Patent
Office delays in processing applications should not control the content of the prior
art.”).

305) FANEA ofys MEFHo] lgtA Al Agrise] @ £ due Y=
Alexander Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390, 46 S.Ct. 324, 70
L.Ed. 651 (1926) ##9] HAE v=r 589 A102x(e)F oz dste Zoltt. o]
3t A= o2 S9], Roger Schechter, John Thomas, op cit, p.135; Janice M.
Mueller, op cit., p.174.
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306) AT, “wge] FAY -HAH FAY B W) FAHES FHoR,

SEMPERE 2358, 2007, 277-312W.

307) 35 U.S.C. 103 Conditions for patentability; non-obvious subject matter.

(a) A patent may not be obtained though the invention is not identically disclosed
or described as set forth in section 102 of this title, if the differences between the
subject matter sought to be patented and the prior art are such that the subject
matter as a whole would have been obvious at the time the invention was made to
a person having ordinary skill in the art to which said subject matter pertains.
Patentability shall not be negatived by the manner in which the invention was
made.

308) AltAde] ek A el EA oRE, MRS A, M E4e 7]sKa
person skilled in the art, FFA)7F AL F A= A @] &4 JF2 A= Y&
HH7ES 7HAIAL Qdeolle Eetal, AlgtAs ekt AREE A d7)eol X}Ex*o
= XEH dAA Y ATl A8HRE, B Vst A28 Y s
TAR R AHo| H= Aol olF oAl a7 (constructive prior art)® T?}E}J—
olgfel= Asl= A. R Miller et al, Intellectual Property 3rd ed., West Group,
2000, pp. 92-96.
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, XY EFEY9 who] 1 o) thsle] S-S 5 Q). FE

313) Y BT, FrFIEHITE A dlE 2006, 280 4w 2.1.1 FE39LDPIM O,
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321) EPC Article 54
(1) An invention shall be considered to be new if it does not form part of the state
of the art.
(2) The state of the art shall be held to comprise everything made available to the
public by means of a written or oral description, by use, or in any other way,
before the date of filing of the European patent application.
(3) Additionally, the content of European patent applications as filed, the dates of
filing of which are prior to the date referred to in paragraph 2 and which were
published on or after that date, shall be considered as comprised in the state of
the art.

322) o]:= EPC Article 54(D)& %= vpzi7bA| ot} of2]dh oA Agtde] 284 Bl 9
& AYdS a78te e S3HAIACR) #1023 A= Aol7t ) ol g A

o oJsto] w=e] A5 FU i A102%9] A-8o] glrk

323) Gerald Paterson, ELEMENTS OF THE EUROPEAN PATENT SYSTEM The Law
and Practice of the European Patent Convention, Yushodo Press, 1995,
p.362(“Thus, having filed a first FEuropean application, an applicant may
subsequently file one or more subsequent European applications in respect of
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developments to the subject—matter of the first application, before publication of
the basic application. Provided that the claimed subject-matter of each such later
application is novel over the contents of each of the earlier applications, such
claimed subject—matter is separately patentable.”).

324) Janice M. Mueller, op cit., p.209.

325) Gerald Paterson, op cit., p.364o1 A% w]EH As7|4o A$ AtA mjujvke] A4
ot & TAStERE o] AgtAdo]l FAHE FIA %)
Tto]l AgiAos Fasithe HA ] 7IARE s ol MEAFO(E
o) ALA] o T ko] At wTA|9 A dvkd FEET
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oIeh.352) FU S AEE she] wee] st o F AR el
Y 292 Felats Aom oled A Aed 2SN FolA ¥
P99 AEs dugEsE ol vk

FAAol A A FUY 2Fe o]osng Fofstu, fAHF
do 71z27h | FU AW T ol e T4 dd Uy
of AL Aok & olfE wvta & 4 glrh olst AtdlE FA
o2 A T4 9 ofF a2l FdA wav)Eel st
AESfa, A FAAA ] W] TdAd A W] At B A
=X e] FH o] wdA W WA= Afel7t 9l Al ol diste]
w=olstarat g

2. Erythropoietin AFZ1: t®H 9 2002. 9. 6. A3 20005
2248 &4

of ARSI A FAIZE | w2 AA WA Hd4 Y-S F6)

352) W - Wi AAIA, 4109,

353) Ul 3 Afoe 8o FHe U AAE AEddRE AgshAt
ZoppMAe Afoe AEdd $EAY Alold T 9] Atk ARl st
F29o| 9osle] REgz A ZEvle= Folm(FE|FeF A4EZB Consequently, any
subsequent filing in any of the other countries of the Union before the expiration
of the periods referred to above shall not be invalidated by reason of any acts
accomplished in the interval, in particular, another filing, the publication or
exploitation of the invention, the putting on sale of copies of the design, or the
use of the mark, and such acts cannot give rise to any third-party right or any
right of personal possession.) ©|&= E3|H Ab4xo] 53] 70 B3+ #|29%9 A&
Aol Hek #3692 AEA EHYS AgHE3E AoR2 FHHY ) By A
54z Fzx. olet 2] EYY AFo] FYololA EElEHA Hi= ATz 74k,
S5 A30% A1F 2o FAoe] AN, 55 EE7IF A dl= Ao 4
A& Vo R EEV| eSS gt R - s — AAIA, 831-832W; A7
HREZ A 2329 420 9, AAX G aREk 28k, 607H.
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= o g ~=Z ¥ ol "l (Erythropoietin, EPO)e] A ZHol 3+ A olt}.
EPO= AJA ulelA s AAste 2844 A & 485 S
R8s BEE, o A EFEUYE oF 1A AXZF(DNA
Recombinant)355)3 o]-&3alo] g A4ksh= w3s6)o]| 3 Aol

o] Ak A FO] BN R o dHo] JIAEE=A o FIF F
A2 = A

A48 T 7127 © e 531E59Y #1688,62252] DNA 9714
A7} o] A 53l DNA 974 E858)L dKo A zto]7h AU+
g, 971Md 11 712 EQowt S48, 2 971449 3409
o] Ak Sl EZAsk= Aol A Apolzk AT

H 3590 A= “o] Al E o] gDNA 9714 d 3 9 =¥ 4CY
A7INEE JIEE F9o] dF(d7IAE 19 340W)°] Apo]7h glo
=

oM shtel A717F Al §l52 gDNAS] 2do]

354) <Y 2002. 9. 6. A3 2000%-2248 H4.

355) @A 4 Fate] dAol AE F3S 3 714, DNA 2 Recombinant DNA
el olE Sol, A, A1ET AR, S, 2011, 3639 AR, f
Az whg o] A—A” Z=oliel A|137 A4E, %OJ 8k3] 2011, 64191 o]3F Fx.

336) EPOR: AE2ME50] 712 A& fgje] agon Adsiel wast w71 o
o) o] Al BSlbel heshs W 9] sy AZi DNA Ao etel vl
A1 1987 U]ﬂ? E3] A4,703,0085 %2 E3EHT) ¥ AZ3 DNAS o]83F EPO
o] A|zH o B E ARAo] AL R o3} o] 87 E87} A &, o]d
wet Qo] Frbol(tbAFIAL FUR WHS ALt AxE EPOZ vl 59
B 5 QUL olF AN AT WHor AT AuAe] ARHW oS A
xguazzsw HPHJ,] XE_/HO O]XJO}@o} 5‘_}1:},‘: ﬂ4;q,] O]HJ 7H7§(1995- 11. 1. ZﬂlOS
ZbB)(D) el AUAATE HME A Al 421 o, HAA, 198,

357) ol9lol], mledtdo] g AUS A8 F v AEHe] 2 F e A ARk
9% Aol Atk ol A= EH*‘ J*Eﬂll%é:‘ 539, ©9AL 2013, 3269 3

=z

358) TAHIH o of A 53 gDNAC @3 Zola, £&EU o] AR EUeEH e
YS9 cDNAY A3k Zojrh, AAFE 7|2 HH‘«H%%& xﬂ677813§(1984.
12. 4.) A|6886225.(1985. 1. 3.), Xﬂ6932589_(19 5. 1. 22); 9EAPCT wAE3=d
1985. 12. 3. PCT/US86/ 024059] W) 1986. 8. 4. =9 i A86-700525%.;

=9 1988, 11. 29. =9Ws AI88-701565%, & 3=,

359) o€ 2002. 9. 6. 3L 200052248 4.
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360) irltl’orl. DNAP/] ?37]}\103:‘ %—Oﬂl\i IHRNA(meSSQngI' RNA)% %:6}-03] %%ﬂ
exon?} WA Q= intronoZ FEFTE o]o] ti]A]

Molecular Pathology v. U.S.P.T.0. 702 F.Supp. 2d 181, 230(2010) #=.

&MY 2000. 7. 14. 4131 983818236 4.
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3. skel7idell ik FSivid B U oF: HE
Bl wdbr] ARA

180

[ —169

161
| —

JSI

169a

VA

2 182
164

‘S EENY wHb] [AEY, E2al ‘D7) [$EFY, E2al

362) °l9} FAFe Ao Alglol e SAAFH NEREFA@ )T AR FoM 175,
178, 1919 o}v]:=AS FY8= DNA FE(codon)e] 9717} 2+t 17§ xo]7} whi=)
HE FHAHERY 7EDE o8 7|2 A4 5 rhal dte] -4 FHo)
QI FRlibfT, “BEEMEDILEEHFRIC R 72380 & e LIRS (R 2 %8O
l—PEizonT”, 237 > b Vol. 58 No. 7, 2005, 9119 (4) APtk TH6a21250 41
e

363) 58Hd 2

364) =94 /

009. 7. 1. A3 200887706 ¥4,
ZU/E 1 2004, 2. 26. / A110-2004-12976%..
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4. 11. 20-2003-11198, vlu g drgd 1)< skl +=],365 5 das=
o] ARl MEAE V2R A55xA /@ FUFHAS FFAUA 59

TolE Ao 2006. 3. 3. WA[2006. 10. 1. A3, HE 478725 )07 HAHYE
dl, ol U vEAbdel diste] AgotEdy) EFEdogA FAld dar] W
k= Ao] 7hEste® g Almolth o]FE YL EFEYS VxR AT EEYeRw
olzEYT = i 1 HHY A% Jbedd], B AR E 53E9S AR 4

5 olF&doz 3 Aotk 2006. 10. 1. o]F] &l e WA=
do] HgH} 7] AgAlhy Hx.
St 2 AR Ee dEel tid o]FEY A|20-2003-11198=% 0l = nyk7|7F ‘5
2 Hof gtk ‘g EIFR(11)E olFFoe &uA e} AL dHE
(paddle) BtYE wRb7|7F H-28 &eAoA =] 2AsulE4A(160)l o3 wrb Z3}
Ho, 1 AzEA o] FAHTh olgA FYAE T2 Al 5 o]FI135)S EdA
24711152 o]$Ho E4Eatf(A8resE5EY SE5A820 . A20-2003-
011198%, #15W), & “olebi= &g, = 2boll Z=AlE &8A] w4l & AFujEdxe ¥
ool =, EefAol i B2 HEEY wNbr(165)7F 3] wel Sunke &
2] FollA wiAlE B2 9F Alo]d(161)e] ASolA E wlEIH162b)S FIA HE
A5 =dR1(136)S AFHA FAAN1DE slEEe (A gt e5EdTR, #6W)
Az,

366) 3499 2007. 6. 28.2F 200747061414,
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WA SEEY wale) ASNd o SEE wule) a9l
of e wilvle] ARSI Wde FUSAR T gy weA
o o WHE BYsty @ 5 ga, AT wHe] Aol AgHA
ohiste] FHEHA FFE olf Grtm wudtel A% Anel T
7245193 T} .367)

367) s o] AR el FuE e, A (HY 2011, 9. 8. A1 200952371
ADAAR[EDANAME dARAANA -8 T84S BAAsta ot 1 #1742l o]
froll dialA Abdell BAE vt glol(al Foll &l ) SUAedA Eg 44| o
FolxA HAA 7| EHE BASHA ofsglal, YA dolAE ©
a2 gkokttar FAsAA, SUSAATY EQAAA EER T o|fe] TAE dhojof
= AR S 9 ojye A olfZ Ax Ir|EEE itk Y £
o] Ao ARIF Aol skelsidel didh H Ae, suUleHaEs
gstofof sl=A] oFol tisiAE HAIHQ IS FHA] groH(oli= AdarolfAdlAl Y
a7F Ao 2 A ofydk HelA 79l AU = ), skeidEEel uig
SN W] FdA ofFe digh i BlEE BEsA @tk ¢ o] AR &4
& ANAHATAESHY 2011, 12. 23. F2 20118 (3)(9)9092 A3t AHZAA
H2AAES AT 2012. 4. 19. A4 20129F 2344 Aol ot 9 AL ZAA o]
FHaH AeolA, AAo|FEX(2012. 5. 10)¢ oo wE o7, BAA(2012. 10.
1005 AA AEAH(2012. 12. 24 )5 J o, 11 & tA] ALARETAH] A+ &
AARRA A GAN A TE5A4(2013. 4. 108 Aoz &5 =d|(http://www.kipris.or.kr #
x) ol ofgfollA BZo] FFeS ‘HEERS] wNb)E BAste] SMAATAS AU

| el Ao ®olt)

S2EFFH A10-12599075 E&HTHY HT73 1.

N

st SAAle] kB3 fioohs SEA FF A oA, WE-site] e
o Aol 7] o% Aol gl AAHv, v sle] ¥ Fde] 14 ¢
B} 7he Qo] 1 Alejfelol SAIE e adl® W ASEaL 4Y] v A
14 gl 4% dAR w4 AFgdoRN H= dE TRa A7) 95 Aol
Ak 7] D FEE ARl Al 1 gt EeA B SHAE FYHES 7] 9
5 Al shtel dAss s ol de] AAdEk 471 Al 1 skl 33 A s
WA geA ek SHA] ankE fehs AEEY wi7]eh Y] o Aol A5
|

=
AAs ], selA} SAY] utew g FYe wEdshs 29 wEew 2 A
AE FEE Ul FAE Al 2 T3l Al 47l dF T2 FAE Fl

o
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AEAAY AqtArare] St Ag-ols o] AAEA ol I
s 53 o], A=dole= HEES wRk7|7F QA o] S HololA
FE=AoA A ete wiby]l= JRAIEO] A fvkal B Rl R efA
T Atk S elA HEEY S wRby|= wRkzle| H|gte] 39
ol g A SN EE ] tiste] Aeild o] -4 Ao
Fo] AAZA wge] U ddAdE FdetA] @il dhde] ® A

4. T (E) oF Ao Al R V&
v o A4 = Kawai v. Metlessics AF1368)3} /n re Gosteli A}F71369)9]
N zebS AR el A2k W AT EQ dhakel S0l 14
7] g e mx B3y Al12x 2Ae AN ZAeds 53

ofof stt}al sl T Q% FAS st

4
22 0T SHEAG FRWPl thste] AroNAY AEA
2OFSAY Aol Aol BTk ol M = Rk ATl A4
7] ANAE xEDe] MF SHWY BAAY AALAL FHE

ol el AA(HE, disclosure)7t glolok Tha AAe TheaTD,

368) 480 F.2d 880(C.C.P.A. Jun 21, 1973).

369) 872 F.2d 1008(Fed. Cir. 1989).

370) FAH o ZE ofefet 22 fr1sksEel ek A, o7]A RS AREA &7, Hde]
OFA ey X 4 T2 HEE«] % Al AelE) Id. at 889.
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371) Id. at 880 and 889. (“The United States Court of Customs and Patent Appeals,
Almond, Senior Judge, held that application for patent filed in foreign country must
contain disclosure of invention adequate to satisfy requirements of statute relating
to contents of specifications if later filed United States application claiming that
invention is to be accorded benefit of filing date of foreign application.”, “We
believe that equivalent treatment is accorded when the foreign application is
weighed under the first paragraph of section 112 in the same manner as would a
United States application under section 120.”).

372) Id. at 889. (“The only statements relating to the utility of the compound of the
count are on pages 1 and 3 of the translation of the Japanese application found in
the record. At page 1 it is said: This invention relates to a method of producing
2H-1, 4-benzodiazepine-2-one derivatives which show pharmacological effects on
the central nervous system. At page 3 it reads: Compound (III), [the compound of
the count], exhibits excellent pharmacological effects on the central nervous
system, and, as such, is of value as a medicine.”).

373) 1d. at 890. (“Here, the Japanese application does not meet this standard.”).

374) vl=r E3IHA WA gl et 742 35. U.S.C. §112 Specification®l| 774
o] low o5 wWgol AL ADisclosure Requirements)® HETHDonald S.
Chisum, Craig Allen Nard, Herbert F. Schwartz, Pauline Newman, F. Scott Kieff,
op cit, p.155). tAte] webM= 112%ZE 1st paragraph® Disclosure Requirement
(Written Description, Enablement, Best Mode)?} 2nd paragraph®] Claim
(Definiteness) Requirement® T%3}7|% 3t} Janice M. Mueller, op cit., p.68, 97;
Roger Schechter et al, op cit, p.183, 200. Written Description &7 $-#1}e}9]
Azl QA(EEY A423 A48 A15)o] th-$5 3L, Enablement £712 Best Mode
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& FE3A ohlsh B8lBdo] FAHe) B NG S5 uEe
AT PEdE BFT 5519 GA} o Fold A54S B

375 In re Gosteli Ao A= A971de] et nj=gEYel ojdle]

| thek shelZid 2ol tid SAY-2a 29 722 Ad 4
=1

2 30
=

= otc A AN Aol HATS® PAdAM = FAF=9
SdolA = g del w3k v Edo] vle 53 Alll2x A
13¢] a3 5ot WHor ‘Tdd WS JiAskaL A &
s s 50 A5 $AUE AASHA ot stk A v=9] A
T 72Ede] vx 5L HAA ZAedSs F5A ol st
BFele 712 944 71AE I v= Ul A" o
A4S w4 Aoz A
olsh e He AWl AFIIE fApH, DRl ol AiE A
82 fevete] 2o Al Aol Tl e (53Y Al42x A3EHel| di-s-H kL
B otk @9 Hx 9 HAAY e 2 AAE AR E dve JE ol
2 Hx 99 HFHY | tsAl= Written Description 848 AL3 4= gle= Aoz

Hoto(eo]s ozt dio] AR} Ao|gt Ao|t}), Regents of the University of
California v. Eli Lilly and Co., AFA(119. F.3d 1559 (Fed. Cir. 1997). cert. denied,
523 U.S. 1089, 118 S.Ct. 1548) ¥ %24 A}lH(Ariad Pharmaceuticals, Inc. v. Eli
Lilly and Co., 598 F.3d 1336(Fed. Cir. 2010) )& %3l % E9M9 HFH
3= Written Description 8718 A8% & dvx s18l1, o|24 Hzx EUA 9
ATHN iz E3H A422 A4E Al 278 HEste v (e dE)9
259l AX8HA F9ith Ariad Pharmaceuticals, Inc. v. Eli Lilly and Co., 598 F.3d
1336, 1349(Fed. Cir. 2010) (“Ariad Al 238 Hx AFee Hx 7iA9 dH-2A
wre digte] Aoz MAMES TSR, By Y&& MAEESE T8
AL Hzx HFgde AL vt FFs L LillyAles AHAEe 2711 BE
AFAAEA = Hx 9 BA" TP ALHH, Fdlo] HTE IS AA
Ugsle] BAsta es AAFoR JFsteE g E v dgst L el ®
A LillyAre] ojAe] sojgicth. ..7) #z.

375) Janice M. Mueller, op cit., p.115.

376) 872. F.2d 1008 (Fed. Cir. 1989).

377) Id. at 1009. (“their Luxembourg priority application does not disclose the “same

RUg

invention” in a manner that complies with the first paragraph of 35 USC 112 as is
claimed in the claims on appeal (48-51). In other words claims 48-51 contain
considerable subject matter which is not specifically disclosed in the Luxembourg
application.”).
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513

FHE3] 22 (European Patent Convention) A87Z(1)ol+= “FW =
d=olo] EH¥ ‘T 'S FHste AFole 44 E T
T AT A EC] T80, o= U= FZol tiete] Aol <l

378) HUnlEP Wi52.1.27. Pk WEFI43(177)132 Ffh(“ & 25 T BIMEDILRE & % B B —
RIS KT 2 b EIC BT 28 AL LT, IEFOTEPTENL ) DLW T, A
LI d Lo BRI BT 2R E, A ELTEWDPIRIA TS TH Lo, T ELE
MOBRIZ L L E DT WA THWEEEITIE, —5E L TREEIEM & LTS 2 & i3
BHIZTAYBEEFI NI WEEZ DL, L O THE -HED L 5 BH» KT TH B &R
ELZFIT T 5 R 3w A9 712 e AllEdel] dE -2yt
oA o] b A= BA Fo Uk sEtuA] ons Ew o] Ao A
 HEHE Aste], Hojr Wyl JfATF B S Fge] gl A1 Qe
A BEget Fgo, dFHo g wddugor HFdshe AL A3 Fdsidas & ¢
itk Azbenh wepbs A1Ede) 7IAESH dro] wehdolgtal 178 g Al A= o
wgk AR5 fleh”).

379) #tEdl 75.10.20. A FE4GTT7)100 FECLLED £ B L KEHREFHEA LI
Bid. b2 EEEE Lo E LT, FAbEW T a DRI D SRR EROEIED H 5 b
NDENIRETH L0 b, TRINTEFLEY T a DM TH 5 LFRWOFETIEE O
A2 RLLDEWDLET IS b, 20k I ICHINALL L. L. KEE
A VIZFBICHYE ) S 4 £BHICED A EEMELENH G2 22T 52 LI T
ERWEWIRETHY) . TS KEFRFHEE &b TEEMETIEDIRE X L 72 K=
HHEE C B ) D oo HHIBE B B O e A oo IS H 28 KR IO R H 12BN D 2 & 1d B 520 T
B o6 LW ORIES . RERHOFEFIEICRH L, e Loz 45 5
LNLn) ZEIRTELW(PET 2ol W= 53&d A¢t B S-Evet SaHde] 3
MOoZM MelstE la dl digh By vkl spA7h = Bloletal shoof sfu=E,
HdE AYSFE Ta Bl MYy B3] sU8e Ag Aol A ¢o
W Qe o]} o] FMEE o, AYEHE v & A & Bell 7]%3to
g 2oF 42 BEFlA Aek AT olols FE & flvkal sfofof sfar, o]#gh

7 = o

[
o

U3 581295 olgd AR J)ze © T 5559 C 9 5 Do F99 9
A9l wge] 20d0] 29l we] U] HAE e WHARu, AUy 552

o] ¥4 oo S5Ed
380) EPC Article 87(1).
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A7) f1F e e e Ve eR, 349 Vet BEe o
ARl XA ARgSte] L F e FAE A=Y AARNH HAHA
ola1 A o Z(directly and unambiguously) =% F = A9 o
o] ZlES At =8 Al AR ofy e} & 7RAl
= EEEY, Aia e JiA = skeivid el 2 o) AR <l
T8 ol2lgk JAl= e TlEAt &olstAl AAE ¢ s A
o] JhAJolefof dtaL o]F FHIA K= Ffole ¢AEL AEHA
ol =t} 383)

el Fgolle B mdAdS oliE A FEEs =dAes
At Zol = & gl ol mimelAds B el vl ide ¥
L2 IASA ofystar WAl Tl EH el ETAIT= Aol 7RI
Aotk Al i3 g-uhetel A QIAFH 3= AR e Jldssd)
< 53 "AA Y ZAER ANl 23 = eR & 5 Ut A

s, W] Fhslo] Al 2ol ofz] A& . &3 S| JA} wuF

]
14

=

381) Gerald Paterson, ELEMENTS OF THE EUROPEAN PATENT SYSTEM The Law
and Practice of the European Patent Convention, Yushodo Press, 1995, p.332. o|&
AT U8 7)ZozA Austa ok sk ¢tk 1d.(“ relation to the question
of disclosure, the same principles have often been applied as are applied in
relation to novelty: that is, is the subject—matter of the claim directly and
unambiguously derived from the disclosure in the priority document?”).

382) Id. at 333-334.

383) Id. at 336.

384) wje g ol Jde dubdo® el Aol Ak WS AAss Aom A
o olgldt FANS Mo EMN IO ddE TheAE ke AE o= WAA 7]
AEH e} FHEste] nedE o8 FHEaal 2
v dE 5o d7IH T 2L AANETTHEEHE A MEER) Y FEETh SR - K
i, AAAN R 2), 849 3z i UukA o2 HyE AR O

TR A e 2] Al 2A A o AR , Qe BA& g4
3l7] 93k ke Ay = O H3T} Aojujo] why Aol AAR BV
A, @A sjArere] HAste] FASE F e A
94 T g gl A, @R ukE Ade] Ebse A,
AlFO] Qo 1 A ST eR AT A=
e 8= b w1 Ankgo] gle A Folth

T3], AAMETFE 13), 14141 HZE.

WY, o,
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402) 35 U.S.C 102 A person shall be entitled to a patent unless —
(f) he did not himself invent the subject matter sought to be patented.

3 MEAF)S FU3E H29 Leahy-Smith Hell ¢3Fe] 2013. 3. 16. o]&9 &Y
of taliA= A1022(f) 23 Y ol A& o}, MEe XFowr HlEo
thate] o] Alget= A}t AdH(the Patent Trial and Appeal Board)dll Derivation
Proceedings(EQ1 Axh= AAF A=, o7]olA E1EUDerivation)olghal N4 +=
AedlE o] ARHER, o3 BIAFUAAA LA oo FA= EAg 35
U.S.C. 135 Derivation proceedings. (d) EFFECT OF FINAL DECISION.—The final
decision of the Patent Trial and Appeal Board, if adverse to claims in an
application for patent, shall constitute the final refusal by the Office on those
claims. The final decision of the Patent Trial and Appeal Board, if adverse to
claims in a patent, shall, if no appeal or other review of the decision has been or
can be taken or had, constitute cancellation of those claims, and notice of such
cancellation shall be endorsed on copies of the patent distributed after such
cancellation.

403) ot 195299 wl= B A|256%9] AAd ste] o]ge] FgH izt
(nonjoinder) ¥ % x3hd WA (misjoinder)] LA HBAS 45
Al FAT}. Janice M. Mueller, op cit., p.273.
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o T QlZo] "o gut= HolA AFA LA muE =4 o=
= Ao] golad AHolmz A1022(N3Fe] wolEde #Hed P
AL Aolgl= AL B 4= Qb 406 thuk nj EF WA AFA 23S
Lo A Elele] oFtel ExE AL o E

404) Roger Schechter et al, op cit., p.140 (“The courts have not employed §102(f)
with great frequency.”).

405) Gambro Lundia AB v. Baxter Healthcare Corp. 110 F.3d 1573(Fed. Cir. 1997).

406) Roger Schechter et al, Id.

407) 35 U.S.C. 102 (pre-AIA) Conditions for patentability; novelty and loss of right
to patent.

A person shall be entitled to a patent unless —

(a) the invention was known or used by others in this country, or patented or

described in a printed publication in this or a foreign country, before the invention

thereof by the applicant for patent.

ek 2013. 3. 16. °o]F &9l A85 % Leahy-Smith HollXe e #94

ElRIS] Zxdo] AtAlE o] Fxe] M7t SEvets} mir AR o2 SAE A ¥

35 U.S.C. 102 Conditions for patentability; novelty.

(a) NOVELTY; PRIOR ART.—A person shall be entitled to a patent unless—
(1) the claimed invention was patented, described in a printed publication, or in
public use, on sale, or otherwise available to the public before the effective
filing date of the claimed invention; or ... .
the o)sh & BAZL WAl AN o3k Aol 11d7ke] Fel717Harace period)]
oj ],

35 U.S.C. 102(b)EXCEPTIONS.

(1) DISCLOSURES MADE 1 YEAR OR LESS BEFORE THE EFFECTIVE FILING
DATE OF THE CLAIMED INVENTION.—A disclosure made 1 year or less
before the effective filing date of a claimed invention shall not be prior art to
the claimed invention under subsection (a)(1) if—

(A) the disclosure was made by the inventor or joint inventor or by another
who obtained the subject matter disclosed directly or indirectly from the
inventor or a joint inventor; or ... .
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408) ¥ A EAEdd #3 gimAQl ARIE AT I APELEE R (S A =2 7 A E
A A @ik FE13HE6 12 A5 —/INEERIE PR 9 4E(CH)E 19185 (I ELLB4 5
7931, 45175351191, PIR10665217E)NA = X3|A et AV 3502 7uste]
Zdg o digte] XAk o]ARl Y7b oz X3k B e AEE Y
A Feste Ads Adsta B U W WA AHS st A5 YoF A9 F
TR 53Tl H o|%e, U W] WA HEE=AY o7 AHe] H
AbAoltt. olo tigte] 14]dl = 38, drAlde Edsdel, FAuAdidrs
£ 37] - At ojn] EFgo] FE AlFolA X Ed M E Eis
Sl L, ol Fdeithe Ay Eau gt Fasd 5o ARt Aol s Fol
gL gt AFARA Aolgte S 5o 2 5 oWTES &3l hilfE
BA - KU - /NER - TRE S R, BRGSO A, A2, 2012, 48-49H (M E
AR Aolsht sdgh deol uigh HAe] AT, ulifEnh - MEETEE - AHE
M PCEARTAIGITIE S B, R PIp e (A3, ik, 2005, 139-144H 332).

77 Y e =R YA o] AR it FRI4AGETHLITHAR  PR134(7)H 136784
(FIF17995155H, HK11075283EDAAE YIAL thFolAlel 49 A9l 9oz vt
g3k Xo] W tiste] YA A9t BE UL E sl EFEYS s, ole X
= Y, A, BE JU=E S53s A IS Felv AE ATIEley AATF0] 5
Atke JE olF=E Q1Y o]¢lo] RAE o] i7belE U, X Yol tiste] 3@l
TEHE Tl A AVIEGiE, HddAe B 2d AR Alele] A o]
ek FAZE bt A WAt F=RIA Y] EAlolaL o] 5 A HibTobl &
s Abale] AHo R FHof gl ARte Rz FHo] SAEAY VAR A= AR
| Aolstths A, X7F BERIE9S b dA47|3 EsjEdste] AE g5 e

of JAFNE o]F AT T HE 5o 222 SIHELEAE o|dWsHA] ofHg A

st} 5818 Foshs 3 s8d F glokal ste, A= 559 o|dAHFE Esst

Stk EiRE, 50-51Z(hilHEnA - MHEESEEE - JOHE  #R REEFPIBIGEE B A

A, 145-1519).

Ird PRS2 H 16 H =/ NEERIE FRSH(H)EE10075 (PR 14565150, # X816

S199FD0NA = Elol ogh oFEdol oste] oo A} HFTIE e e

E e 2E olfrE ERdLlel 71g &S Ate ARSI, o Ede s s

T A 7189 AR Qg &8 BA AAE AAEGI o, HFEe] AlE AEE o

2 A A4 FEE, 52-53 5 (hIE L - RS - A M iR

PIFIRgEE 3 AdAIA, 152-1574).

7Iek 8 A REE GE 5o, THME A A 420 o, AKX, 254-258HA (T

MZ %, mifeE, 200-2041) 2. v=re] A EJEYU(Derivation)S 43S EHA

o] AA W F=whgzelx] ofFe] A E AMHREE dE S0, Janice M. Mueller,

op cit., pp. 273-274 %,
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Gambro Lundia AB v. Baxter Healthcare Corp. A}740990] 4 E-3]
AA] Y3 Gambro Lundia ABARE Aol A Fof #kxjo] oo
2HH AAHE Bees HA =438t7] flste] AA el 0Hs A
%A (recalibrate)sts AL EA o7 & AT Axo #3 =34
Ztoltt. 7oA 53]7F E<l(derivation)ell ¢t Fa7F W =49
o F7F AR stz HATH410 3319l BaxterAls= |zt @ e
Repgreeen’s dialysis technology3]Ate] A Fol U@ Wittinghame] =
el WgowmFy Wgs Bt FEsthALD AQA o=

g 043 2 AAE 7Sl

oZi
1)
ol

#ste] ] 7lsol Ho U

Baxter b= o] EAdlA AR 52 0-3te] 750 MAE] Slvkar
FAsh ol A= olgfg 043t 7lwol AAl EAEEA BRI
A, Ao Hol HERE AlFshe 7|F Tl BAsE Aol
ek FA Fo  olEd 03t HHo] Aste SIUHS
Wittinghamo] 28t Aoz B 5 glria 34¢irh412) sk Hdo =
ARG Age 7F &5 S9dgol oy tiste] F24e]
= 21-8-3f

712 ol Al A8 g 4] (obvious) o] o F-= Z3E Zolal YAlelA
el

T T4 o] 3t 7] ES Al

409) 110 F.3d 1573(Fed. Cir. 1997).

410) Id.

411) Id. at 1576.

412) Id. at 1577 (“Accordingly, this court determines that the Wittingham proposal
does not corroborate conception.”).

413) New England Braiding, 970 F.2d at 883.

414) Id. at 1578 (“This court recognizes that the district court's incorrect derivation
standard springs from dictum in this court's New England Braiding decision. In
that case, this court noted: “To invalidate a patent for derivation of invention, a
party must demonstrate that the named inventor in the patent acquired knowledge
of the claimed invention from another, or at least so much of the claimed
invention as would have made it obvious to one of ordinary skill in the art.” New
England Braiding, 970 F.2d at 883. This dictum did not in fact incorporate a
determination of obviousness into a Section 102(f) analysis. Indeed, this court in
New England Braiding did not apply such a test.”). 2A]% New England Braiding v
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HA #e sl 9A &t). New England Braiding v Chesterton, 970 F.2d 878

(Fed. Cir. 1992) =,
415) 279 F.3d 1004(Fed. Cir. 2002).

=
=

Chesterton, 970 F.2d 878 (Fed. Cir. 1992)°|X % &4+ 7]&xA}

416) U.S. Design Patent No. 428,831.

417) U.S. Design Patent No. 431,211.

418) 279 F.3d 1004,

1007(Fed. Cir. 2002)(“The ultimate test for design—patent

inventorship, like the test for anticipation and infringement, is whether the second

asserted invention is ‘substantially similar’ to the first.”).
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6 (1998).
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ul=ro] 74$- 1997d9] Warner—-Jenkinson AR #HAo|A H5E 9]
Aol f B add VE Fol BEeA AAE vk Atk o] ARl A=

Aol Fr7behe ale: AR ARl w3k A, Saig4sd)a

454) gz - w34 39, S FE(srd FE 5D, vhedAl, 2010, 11309,

455) U. S. Patent #4,560,746%. AEgoz F83 d59 zius:E AA 34
(Ultrafiltration process for purification of dyes useful in foodstuffs)
Claim 1. In a process for the purification of a dye selected from the group
consisting of the disodium salt of 1-[(6-methoxy—-4-sulfo-3-methylphenyl)azo]
-2-naphthol- 6- sulfonic acid, the disodium salt of 1-[(4-sulfophenyl)azol
—-2-naphthol-6-sulfonic acid, the trisodium salt of 1-[1-(4-sulfonaphthyl)azo]-2
-naphthol-3, 6-disulfonic acid, the disodium salt of 2-[1-(4-sulfonaphthyl)azo]
—-1-naphthol-4-sulfonic acid and the sodium salt of 2-(2-quinolyD-1,
3-indanedione-sulfonic acid as the products resulting, respectively, from the
diazotization of 5-methoxy-2- methylsulfanilic acid in water with sodium nitrite in
the presence of hydrochloric acid followed by the coupling under alkaline
conditions of the resulting 5- methoxy-4-sulfo—-2-methylphenyldiazonium chloride
with sodium 2-naphthol- 6-sulfonate; the diazotization of sulfanilic acid in water
with sodium nitrite in the presence of hydrochloric acid followed by the coupling
under alkaline conditions of the resulting 4-sulfophenyldiazonium chloride with
sodium 2-naphthol-6- sulfonate; the diazotization of 4-aminonaphthalene-
1-sulfonic acid in water with sodium nitrite in the presence of hydrochloric acid
followed by the coupling under alkaline conditions of the resulting 1-
sulfonaphthyl-4-diazonium chloride with disodium Z2-naphthol-3,6—disulfonate; the
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vare] AAPEg 2 pH4SO A Aol 7h Atk whebs EAH = H A

ok ¥l AAEHE e pH 5.00] H-&e] ‘o F(approximately) 6.0’
o] 5ol H=A9o ofF7F AHo] .
HAo A= H5 ofF9 A, 849 7S At o

T WS . R o] FofXof o5 W] F v, T4

o] Fol A= pHelA Zpo]7} SlZellfe, 5382 H <] pH 5.0914 ] AAlE
[e)

(function)=, AAHoz2 Fds WH(way)oZ F3Psle], Aoz
A3t A (resul)E St Hol diste] &4 7Exebd &ks
Aolgtes AE 59 deHANE AAHSAT.45D Ao o] Ao A= &

diazotization of 4- aminonaphthalene-1- sulfonic acid in water with sodium nitrite
in the presence of hydrochloric acid followed by the coupling under alkaline
conditions of the resulting 1- sulfonaphthyl-4-diazonium chloride with sodium
1-naphthol- 4- sulfonate; and the condensation of 2-quinaldine with phthalic
anhydride followed by sulfonation of the resulting 2-(2-quinolyl)-1,3-indanedione,
said dye being present in the resulting reaction mixtures, along with impurities,
the improvement which comprises: subjecting an aqueous solution of the reaction
mixture resulting from said coupling or said sulfonation to ultrafiltration through a
membrane having a nominal pore diameter of 5-15 Angstroms under a hydrostatic
pressure of approximately 200 to 400 p.s.i.g., at a pH from approximately 6.0 to

9.0, to thereby cause separation of said impurities from said dye, said impurities
of a molecular size smaller than the nominal pore diameter passing into the
permeate on the downstream side of said membrane and said dye remaining in
the concentrate, and when substantially all said impurities have been removed
from said concentrate, as evidenced by their essential absence in said permeate,
recovering said dye, in approximately 90% purity from said concentrate by
evaporation of said concentrate to dryness

456) FEHANA Frol2EFEE Uthle 992, 72 54, 7THT A, 7x3e 47
A(7148) s 22 et

457) 114 F.3d 1161, 1163 (Fed. Cir. 1997)(en banc).
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nsoll A el AAA Fdgo]l 1A Hewm dA" tHEA <
T o2 g9l s E Corning Glass AFA458) A S & 4 ) o
AlA el E3 w4592 3] f-(optical waveguide fiber)oll #3F Z2ld],
A QAR o] o FA oA He Al dAFsr] flste] F
ARrE AT (core)dt 9y (clad)® st ‘TAFo Hrles 9
o] H7bert o @el HUtetel FAFY =dES ouFY =4
ERY 9 A 3 FE=9FH(optical waveguide)oll #3F A o]t} 460)
il 2 ER 7] FA oAM= evlyol delFe
2 Z(fluorine) 52| #7}=(negative dopant)&
SAF7E Qg e digte] Al or FHEC] E
vpyke] Foha AAL T4 euRe] FHEA
olo we} AQFH B Sy} va AL Apold 75 4
AT A LA dsiM = thEol flaL, A Y AdH T

o] oJE7} AH O T ¥ Qr}.462)

il

2,
I
ol
)
a=)
}_.

oft
o
_0|L
32
£y
5
0 4
L

458) Corning Glass Works v. Sumitomo Electric U.S.A. Inc., 868 F.2d 1251 (Fed. Cir.
1989).

459) U.S. Pat. 3659915.

1. An optical waveguide comprising

a cladding layer formed of a material selected from the group consisting of pure
fused silica and fused silica to which a dopant material on at least an elemental
basis has been added, and a core formed of fused silica to which a dopant
material on at least an elemental basis has been added to a degree in excess of
that of the cladding layer so that the index of refraction thereof is of a value
greater than the index of refraction of said cladding layer, said core being formed
of at least 85 percent by weight of fused silica and an effective amount up to 15
percent by weight of said dopant material.

460) FAdre] Wi 24ES 959 dENY =/ FAH Fuve] ks o 4
At "L FAAlNA de] ¢eA A= ARAolt Corning Glass, op cit., at 1254.

461) Id. at 1259.

462) Corning Glass, op cit, 1258. Although fiber S-3 is not within the literal
language of either claim 1 or 2 of the '915 patent, it performs substantially the
same function in substantially the same way to obtain the same result as the
optical waveguide fiber described in those claims of the '915 patent. In the instant
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8 A7bsha 914 ohstnz Seune] PTge) TYRAe ArbEl
gt AL ol 2 5 glonw =suy ZTUele A4S 214

a9 AN E 74 2el1o] YA (All Elements Rule)e]
AR e A EE(component)©]

a olvel A (limitation)S 9w =
Aoz, FAREFIN FHLS FEHE Folu gutyozn #5ES AT
&3k A E-F(component)oll A Za1 9lon}, £y

of A& T Ao teehs PANFlA Foop st A

ohia WA RE o)A Fojo} rka dhe] AMERA|

.

N

s AL 464) A FAP LA E 9o FAF 9] 59
o] wutdke] Vs 2 ANE FAT el o] WA HAAHoR F
A S QAste] Aoy d5HsE A dAUES 733465

A= MM AME, AN dF A 4 8 A (element)
+ T/3F%(component)©] ofHet 5354919 4 (limitation) o] 2}

(3

rr

Ae WEs @ Aolw, EAR
Aol EASE WARS sbe PALLR Totd Ao oma, ‘3
Aol olmnnn FARe o e PR WrhE LY

S sty A 84 (element)2 dFotslar, 3 are] AA|Eol A ‘FAd

case, there is no dispute that the accused S-3 fiber performs substantially the
same overall function to obtain the same overall result as the claimed invention.
The question then is whether it does so in “substantially the same way.”

463) Id. at 1259.

464) Id. An equivalent must be found for every limitation of the claim somewhere in
an accused device, but not necessarily in a corresponding component, although
that is generally the case.

465) Id. at 1261. In sum, we are unpersuaded of error either in the district court's
understanding of the law; in its finding that adding negative dopant to the cladding
1s equivalent to adding positive dopant to the core in the context of the claimed
invention; or in its finding that the S-3 fiber is an infringement of the inventions
of claims 1 and 2 of the '915 patent.
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thus emerges is whether the substitution of the manganese which is not an
alkaline earth metal for the magnesium which is, under the circumstances of this
case, and in view of the technology and prior art, is a change of such substance
as to make the doctrine of equivalents inapplicable; or conversely, whether under
the circumstances the change was so insubstantial that the trial court's invocation
of the doctrine of equivalents was justified.”).

494) Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 US. at
608(1950)(“substantially the same function in substantially the same way to obtain
the same result.”).

495) Janice M. Mueller, op cit., p.448.

496) HRILETA - AEERSEE - QN fR ORI IE S B RRETAIGIEE (A3,
Hejik, 2005, 483,
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= Wj9e ZEEH: DNA 2470 498 o8 5950 shtel 3
QEE A G C, To 27e FARam selaolol sheA, F& 3
o] wEHLHER FAE = FE=(codon) o249 AAGYE A Ak A

22907500, 2& QA AL =0 vdo] dhte] FEF 7L
A 7 AARAE WEetA] ths) e DNAS Aol DNA
TS shel R2UeHE} 54
o R =T} shte]l BES TAs] ST olumAe FA T
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498) Janice M. Mueller, op. cit. p.449.

499) Id.

500) Id.

501) 7] =o] 3749 wEE =S dustal 3= AL, DNACA 370] rEed LE =
of olste] TR sk shtel ofnluAte] Fu)7| W%OM(OIEM BN 37
FEULEEES codonolet BTh. olE Hol ol7149) AAGE] Sl Tolle] FAH
G oWALe ofelsh 28 wAow EASEH, A9 Rel Tl W 20 T

oAt = ZEA(Gly), ¢efd(Ala), EH(Val), F21(Lew), °]£:—?*é(11e) ZZ(P7Y),
Hd e d(Phe), E|ZA(Tyr), EHER(Trp), Al=E|¢1(Cys), WElLIMet), AlH(Ser),
EQ(Thr), golil(Lys), oF271d(Arg), 3|2EH(His), o}~ 2ZEAHAsp), =784
(Glw), oF2=32H1(Asn), EFEFI(Gn)o] FAF whald e B4=0] ojmiito] M2
H = Agste ZEANE=E FATgozH AdET)

T
HZN_?_COOH
H
502) Janice M. Mueller, op. cit. p. 450. B]= CAFC9] ##|9] Bl== W2sl#| &t} Id.
503) olol| digted, o&E o], A, “FHA #HA WP L7, F o]' g A3y A4

%, 2011, 6434,
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(gray zone)ol EAA ;5D Axe] ARG Ashe AGeIME ol
9% goo] FAF FAE wBe TAZ 43 ek 19
we] Parek ke B9 53 RE FHRLE TPSH JE

[e] fin B
Agos olent ol g onA B Sal7el Asirt @ & Alrke oz
Q_]ﬂ

FH o 7 Qo] 5 S5s8ziomA SHME F U 9
7 E5dge] HoWRA HEEE ed oo EAl FHEA Ze
AL olets Ay, V|EHos Ssdye] 58 oRA e RA
st Esate] Rawee] s e Eule Jidoelghs Mol H
Fo] By, 535e] wjel@o] nX|A] ¢ko A

A Gds] dAsta e AoR B 5 don®w, MG A AHA
£ H¥ehe Adlle BEelA fvbal ®Helth g fFEd dgk W
& HExE F9S vxY Agole, 58 AL oste] 55 AAe
HIHA7E AYAA et AS o= A Agetr] 98 dHew,
7529 24& 29 HA(as a whole)?] 5= ofY, &9
ztzrel 4 8 4 (element)ol] Wt e =24 Adshs 74 8409

Q
Y= (All-Elements Rule, All-Limitations Rule)®] A-&5 &3t v} 3]
510 oo ukste] AwAe] Bee A Z7be] @] shel B4
A%A7} golaA WHT F 3le Ae) ol ope, Wy AAF 7]

Fom Fyel &4 Solsl WHE = QAo oARm s

513) F9¢, AAE=E, 2861,

514) Waner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17 (1997). “Each
element contained in a patent claim is deemed material to defining the scope of
the patented invention, and thus the doctrine of equivalents must be applied to
individual elements of the claim, not to the intention as a whole. It is important to
ensure that the application of the doctrine, even as to an individual element, is
not allowed such broad play as to effectively eliminate that element in its
entirely.” Id. at 29.
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g4 A7 Sy P dg e

M1&E MHotd 24 g4l HFEHProduct-by-Process

S5 Hd A" A 1A AL, BEAY @l Gl

A7) At} olg sk A
na 5354 AFelA 1 F o] ghousie
5 2l (backup claim)517).
2o Ao A WH o

S oEshEA 1 AN BE Asht FU
e

ot
Y, o
ofl  oft
o>
rlo
ox!
i{ &
o ©
e
= o
o w
o
ol
L
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e\
-4
o
o,
Lo,

U o
s
>
ofo
i)
2

41 e

N
|
rTU
B
S
m
lo

A ere poz welth mFAE osh pe Fael Al Pt
ZAd 2714 AwsEle A7l Fgaa qlo] w=@e] ¥ oul 9ley

2009d 2] Abbott Laboratories v. Sandoz AFA a4l 2 1 9] A
AE3 AA590 72 =g A3 vF ).

of7]el M= S-2ubekse mlsrol o] Al Atdle TR AN

516) Janice M. Mueller, op cit., p.92.

517) 83z - vkEA, A AARHY A3, 8Lk, 2013, 12349,

518) Roger Schechter, John Thomas, Principles of Patent Law, Thomson West, 2004,
p.214. 3 Product-by-Process 7@l thst dutdl =9, fHA, “T2YE
Hpo] @A~ A8 (Product By Process Claim)oll #3F A17 APHER 457, 2007,
485-537H, &2 Az - WA 3, 59 T I wgAL 2010, 1181-12139; A
w2 ‘Az o3 &7 ¥4 (product-by-process) A7ae] 84", H WS 14
A 2%, I=AHRWESE], 2010, 79-1019S F=E. 53] vFolMe  Product-by-
Process A7ae wHzpgo] g dwbAQl =¢fo] dis|A=, Eric P. Mirabel,
“Product-by-Process Claims: A Practical Perspective”, J. Pat. & Trademark
Office Society vol. 68, No. 1, 1986, pp. 3-45 5 #=.

519) 2010 WL 58765 (U.S. Jan. 11, 2010).
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7b Yol w2 ‘EA Ao e’z metste fE(SYMHM)
(1) Scripps v. Genentech A} (Fed. Cir. Mar. 11, 1991)
Scripps AR1520% AlxWHo s g =0 I ATde v =,
Aoz whe B33 3 749 23178 rde Aow
AR Ab e ® Al Aot
o] 7]l A 31Ql ScrippsAhe] g2 Q1Fe] Hollo] Uk ow A
st Aoz oo Fae #FANE H4e Fxo 9 E<l Human
Factor VIII:Coll #3F Aoz wrge] 3ol “Rin

=
=
Factor VI 1% AA|"526002 A <Q17ke] ol ]

¢

o EAsts NS
118+ 91 Human Factor VIILECE ExF2Y A S o|&sle] ek
4 aFgE2 AASs WHI o]yt WHo R AlxE ek, s

Human Factor VIL:Cell &3k Zo|t}.527)
o] AR 537} Q7] Mok #}EAEL A (plasma) Fol U=

Human Factor VII:CE 135 EE FFst= WHS /st v i, o

524) AR fFPogE, B9 oA 7|&3sk= Scripps v. Genentech AFA(Fed. Cir.
Mar. 11, 1991); *]E@Egi}%‘? ALAMIEY 2006, 6. 29. A3 200433416 #HA);
ePTFE AFA(2009. 3. 26. A1 20063-3250 #2); F-Awdsa APAHEY 2009. 9.
24, A3 200794328 HA)S & F A3, A o2& IgY FAARA(ESHY 2009.
12. 9. A1 20083]12524 #A)S & 4 <

525) Scripps Clinic & Research Foundation et al v. Genentech, Inc., 927 F.2d 1565
(Mar. 11, 1991).

526) U.S. Reissue Pat. No. 32,011, “Ultrapurification of Factor VIII Using Monoclonal
Antibodies”

527) FaE, E4e dd Lo dF 1 HeEgHYE wuido]l F 70 dEad S
Human Factor VII:CE= 200 Yi=Z3o] 55 o] & 3.‘10]01%1 I HEE BRY 35&
w) Z}o]7} Wt} Scripps Clinic & Research Foundation et al v. Genentech, Inc.,
927 F.2d 1565.
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£ ol&sto] e ARt AR oy A8 E= o] thEkel
9 ol = vl aL7bolQltt.528) oo whe} ScrippsAtelAs EA SellA
Factor VII:C¢} 1:1009] == ZA3t= o] = Factor VIILRPO| ot Hx-=
249 AE 0|83l Factor VIIL:Ce} Factor VIILRPY 3§Es AZrtED
g o F4 BeAA 5% Factor VIECE 92 F ©l& 553t

o] A%, 3% %0 Factor VIIECE AZsk= WS /s

¢

i~

ATE 1

@)... (e)... HAE EF3h= Factor VIII H-F18AY TS Axsh= /MAE W
H 530)

=B

A 13.
AFE 19 Ho 2 AxE 14T, 759 Q7 T HA VILCS3D

9319l GenentechAl= Yo ®WHI= G, “FHAA A=W

7F A 7F S A
GenentechAlol A= ScrippsAtZ} Factor VIII:CE w3l Ax o}y
i, I FFE EE AR ofya, dRFauiAEA e A4S wAg

=
o @l Ao EANY BEL wu ZARAL HHIE

4

=
Me wEE Wolghw FAHUA ARTYWOE AEH Factor

528) Id.

529) AT 192 Az He| 33 Aola, A13, 14, 17, 18, 3432 AxHo =R 3
H B4 A -3 24-298-2 EA A -gol)

530) An improved method of preparing Factor VIII procoagulant activity protein
comprising the steps of (a) ... (©)... (©)... (d)... (e)... .

531) Highly purified and concentrated human or porcine VII:C prepared in
accordance with the method of claim 1.

532) A= o B0, A, A7sd AFAER, 252, 2011, 363-3641 Fx.

o
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VIECE a7t #x &s Aoz §ie] wHojof drfa F331%

533) Scripps Clinic & Research Foundation et al. v. Genentech, Inc., 927 F.2d 1565,
1580.

534) olEw} AAEA WA QAR FTHA AL EHad ds) 3

of shtl, Yke] o] AR o Felatolof shex(U
24 A, Q98) 3 S8 FedE Alse xadon e Pajoi
doll= 7hsdt A diAlste] dE e diAEhE s e & AeA| (o] 9A
Ay, o]d®)e] EAIZE vk AAE, “fEraokEiE RS T, AT IRAE
ARE, HrrbE, 2008, 1499, E3HY ]ZJIXH}\}i—E)—/\E]_?_Oj?Qy AAAM, 2278 Fzx.
olelgh A W] xfoli= AT VAl TBA, F4H Lol Aol AE B
T BEg 2E A 20 32 AT s Al FEeAAl A o] A a4
WS Agstol st =ARE 1) 53871 e Qo] EATHE M2 55
o] sk WAA T e ddolal, Es|Hsol ol w3k Pk APHE-O AR

O

B ow dA) ARHE AWe gt Aolm BaATRe A gE &
Wl gl Zelehs A, i) S9la7 BHAle a9 AN Aausl sl 21
WY FFE BUsHe 0 F2 B70) du FAe] BHEUARE Watol, Wahw
gl Agaiie O nedes ek slol Fo Bao] glu ueh Fols)

7 oheh o] WSS ks Ao] T Hu, WHkAge] E3ERo]Foln JEAY
= ugel gl gw SRR Bk Ak ol v QRA weolA

MBS AYE o glort, Skl obd ol i@ WAIH WA gl Ao
2 sfofgith), i) el 94 Age FFuel) A A olsle] S Edehe
Aol Bga 3 gt Sewdel nEMAS A Slolit Saiel A 44
4 72 WA 34714 2 BA 71%e] S8l AUA W el Bl S5
o] TAA golo Anw, SelwEsl waMelE 4% Ml S8R THA 714
d AR Bgate] SAeAY 5o Ao} X e AS Bkl AN 2
o) H8solof Grhz ¥ $g F98 AR Eu Uk 34, AN, 1558,
9EA ANl Fu 2 £ iR Sele U SAZUNAS 1F0 5
QoA Folsl AHARAY dkete] S WslAke SololFel Abgiel Hgoleh
42 B3 e, sl Aol Aojehs e wuel el Aol g TEA o
b B BRI, DY SHHNANE AUAEe s 2 5 Qi Aeele
AATE 33 QL wvto] SN E A4, Ange] Aol Be AR 5
o AyeIelel Gue] gl A% Halaziel A, AwA, AR B Bue
S glomz GAE APEAEe FA BEd Hol o, detelw PPN
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AzgHor dgdd 212 1 AxPHoR dHHo A= <t
Hrtal sto] A= HaAAAZ FEeH

o] AbHolME AxWES s B4 A7 AWt oAz
o R Axd EXo® IAHA i Azl T w9
B9 FAd mHttal st} Ao ‘ojw Wgo s AlxHE B3 FAe
dTEo] TR E O ARHORE Axd B9 ‘Fdd FxE
Zhe BA'E ulshe o R sfAsidittal B 4 qlnk

(2) NEHEZAILFT AMA: dEY 2006. 6. 29. A3 2004%F
3416 &4

o] A ekl AWH BAFA Prael s wakol
Az Mot AAE Aol

Hoivh o] Abde] A5 ERT FPS e AFA AEAEY
MEAFFT BE AQU, AW FFFAANE AZPHL T4 o
B2 Asgt % Sol, AEe “A1E Ex 23 oA, U

AR Folsli olu] AelFolst WM We 11 JFo] He AL EHFTYO
24 BUE Aolghs HoRNE uu, shidl 3TYS S5y BUAS Aejol ny
S35 Y5

A AHH oz AolsAl setelof Gk ol AR H AN 1 BAS
=
=

2o HA. A, “oldH ALl w3 AR, E3dE AT g, v
AL, 2012, 472W; AAgZ, “Agaleke] dd BIHE: MAVF xdE 3oks T
27 E3H AH 30579 719 =EF, 593, 2007, 102W(¢“‘LEoA A g)sel g

oL

oA Aol ARSI T edoletal shHA olF xSt dfAlshHA ZlHA
FdAA o= o] A9dl= AL =gFo R ReoAY B =g Aoty A
<, “BSHTHS a4 oA VI, EsEldT AR, vl 2012, 4869 17
M fe, FRTHRAr - WA ORI & 3, NIk A8 es, 2002, 189-190H.

535) Scripps Clinic & Research Foundation et al v. Genentech, Inc., 927 F.2d 1565,
1583. o]#]3t Asle] thsle], F%3sk= Atlantic Thermoplastics Co., Inc. v. Faytex
Corp. 970 F.2d 834(1992) p.839, Footnote 2014 o= ti¥ide] #dE 83 AE
SkA] @okar Alo]l AU A Wleksith= H|¥kE shal Tt
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Thermo Plastic AF54703} Abbot Laboratories A}F71548)0] 9lar Uk
o] A 5T Aol = Ao s JASHAE dFRH o o

oF o] s stofof hrhal 3 SEtHAERIVGES ARRIS90] Qi

(1) Atlantic Thermo Plastics A (Fed. Cir. 1992. 9. 15)

o] ApIS0e A dare] 53= S4S Fohs AT Al B3 A

TG Bgr) 2D

547) 970 F.2d 834 (Fed. Cir. July 13, 1992).
548) 566 F.3d 1282(Fed. Cir. 2009).
549) i EE FR4FE1I27TH PRk PR221E(F)2E10043+: Rtz E 2 I gt b
LS 5L « RUE - ANRIERS - RS2 6, aifeERGErAIBIEE F4h0), 1305,
550) 970 F.2d 834 (Fed. Cir. July 13, 1992).
551) U.S. Pat. 4,674,204
1. In a method of manufacturing a shock-absorbing, molded innersole for
insertion in footwear, which method comprises:
(a) introducing an expandable, polyurethane into a mold; and
(b) recovering from the mold an innersole which comprises a contoured
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BERVE A4S H55H FHOT olFolAE el ol

9]a19]l FaytexAt= SurgeAl®} SorbothaneAlZHF-E 23S & ubo}
SFol=Hl, SurgeAbe] A=W Lo Az %/\}’5}01 A
E3HS st Ao HJou, SorbothaneAld] AW Abo]s)
o]553) Jare] W 5SS Hafl= HA ¥ Aom HAARE, Al 2
ol FxT BAe] TS FYdeRE e R AL e Aol Fdstke]

0] 243 7t Walel#oh Aol Hiek.

{0l
1o,

O

heel and arch section composed of a substantially open—celled

polyurethane foam material, the improvement which comprises:

(1 placing an elastomeric insert material into the mold, the insert
material having greater shock-absorbing properties and being less
resilient than the molded, open-celled polyurethane foam material, and
the insert material having sufficient surface tack to remain in the
placed position in the mold on the introduction of the expandable
polyurethane material so as to permit the expandable polyurethane
material to expand about the insert material without displacement of
the insert material;, and

(i) recovering a molded innersole with the insert material having a tacky
surface forming a part of the exposed bottom surface of the
recovered innersole.

552) The molded innersole produced by the method of claim 1.

553) TAM R o] @A ArERe EEURl T ¥ ole gAY
I %o EZ9EEES FHd FYse e Zﬂ_w}oﬂ‘?}. 970 F.2d 834,
836(“Sorbothane, on the other hand, first injects a liquid elastomeric precursor
into the mold, which solidifies to form the heel insert.).
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F o aHske]sa0), 53]/ (patentability) WEtAle] ARTES W

A e ee ¥ASE YAE Femsn 1 2ARE dEeel

554) 970 F.2d at 838 note 2. 3H ¥ IHAL Archer, Michel, Rader(F4)el 2|3k A<l
g 2 A Fol ol FHWMAo|nE AYPdTFol 23t A4l2](Rehearing in banc)7}
sEo] B BAF oY 1A AE 71308 ALY B4 Fo| 23 BAAE
6:42 AQHAY. 2 34 2 Rader Il 93t B0 974 F.2d 1299(Sept. 15,
1992) &z, Adel A-Ee FH o]f+ Scripps HZ0] iy AHE A= 423}
2] 9k, o]E AlYE At e A2 TS Aojgke S 5
olgiglt vk Ao thdle] Scripps A9 Newman, Lourie HAFS H|E3] Nies,
Rich & 43¢ A= ol E&Aola, FAolm, EHAoletal shHA ZF=siA vhid
3Tt 974 F.2d 1279, 1281 (Fed. Cir. Aug. 14, 1992)(“This is not only insulting
to the Scripps panel (Chief Judge Markey, Judge Newman and a visiting judge), it
is mutiny. It is heresy. It is illegal.”) Z.

555) Id. at 845.

556) Atlantic Thermo Plastics Co., Inc., v. Faytex Corp., 970 F.2d 834, 846(Fed. Cir.
1992. 9. 15) “Thus, accommodating the demands of the administrative process and
recognizing the capabilities of the trial courts, this court treats claims differently
for patentability as opposed to validity and infringement.”

557) 538X product-by-process TS 55/ FHHA| product FTHoRE FHH s}
T AL el dste] gl deld 7 WA s sk A Feditha 2
ATt 970 F.2d 834, 846(Fed. Cir. 1992. 9. 15) “The PTO's treatment of
product—by-process claims as a product claim for patentability is consistent with
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BASF AHAS E31 9 AW<e3 3w A(Court of Appeals for the

Federal Circuit)olA%= 1985 ¢] ThorpeA}z1558)-& F3le] olgfgt A

o ¥ w} Stk }of559) SsFodA oA AP = TR

o] Mg HAAA FaE FE 3 FIA Y Ve dYee A A

HA o2 FAgetal QA= Fvh 11 ol g iAol & EHE o=
&

Mg 2A7 ol @4 2 ARH

[o

O

=3 -1
O EAR B3 g FoR moh HAdA oAES AFHo A5
AL ofUm AAH Aol kel o] UEL AT Fte] f ¥

AR e AGHoE Agat Ao A

gl FTEe] Ao Ao 2A HAdoAE 5AHTHAY FR
A (validity) oty F & o] B(infringement) FebA]o] A Qa4 &
‘wol'sHA dtofoF S WA|H o ® WA st glo] HEte] Ay
dste] HeolAe= AU IS dFHo R FHeta e AL
= A Ens60 3 Wl e SdHsE FAste dae F4
ojetd Fa ddA HFE HeldeFS vlulsts Aol ofye, A
T AAE'E ey eEs Hluste A3t He, ol 53X
Aol S 7o AAHATE obd ‘SsATE H ey owe
Hlustofof gt thro] e 9 535 o) 7jEd g whsi= Zlo]of
A sgE vl sk 56D ol A Sl ZiAE WHe 1
AR SAsteloF ke Tas =7 T st A dow Azd

policies giving claims their broadest reasonable interpretation.”
558) 777 F.2d at 697.
559) 970 F.2d at 847.
560) Id. “In any event, claims mean the same for infringement and validity.”
561) Id. at 846.

— 220 — ;_'! -:“'3.' ‘_]| '-'fJ]I. ITU



(2) Abbott Laboratories v. Sandoz AFA(Fed. Cir. May 18,
2009)
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562) 566 F.3d 1282(Fed. Cir. 2009).

563) Scripps AbA2] A o]3¢] Atlantic Thermo Plastics Aol A= F43 Ak

AdlE FHalar Yo} Scripps AFA©] Atlantic Thermo Plastics Aol ¢]ato] A4
o7 F7|¥X ggormF 1 3o Abbot Lab. AbAd &J3}e] Scripps AFA o] Al
Ao #7]%7] o]doll= Product-by-Process 732 sl|Aol &gt W] Azt &
gatal Qv o= ST F Gtk olgh e AFE HI OEE, See, eg,
William E. McGowan, “Patent Law-Limiting Infringement Protection For
Product-By—Process Claims—Atlantic Thermoplastics Co. V. Faytex Corp., 970
F.2d 834 (FED. CIR. 1992)", 27 Suffolk U. L. Rev. 300, at 308, 1993(“The
Atlantic court's holding reveals a defect that exists under current patent statutes.
Although the PTO unconditionally permits the use of product-by-process language
in patent claims, courts have inconsistently interpreted the scope of infringement
protection provided by these claims.”); David W. Whealan, “Atlantic
Thermoplastics V. Faytex: The Federal Circuit Debate Over The Scope Of
Product-By-Process Claims”, 20 Rutgers Computer & Tech. L. J. 633, 1994; Alan
[. Cohen, “A Prescription For The Treatment Of Product-By-Process Patent
Infringement”, 67 St. John's L. Rev. 923, 1993; Michael J. Schutte, “Patent Law:
Controversy In The Federal Circuit Over Product-By-Process Claims -Atlantic
Thermoplastics Co. V. Faytex Corp., 970 F.2d 834 (Fed. Cir.), Rehearing en banc
denied, 974 F.2d 1279 (1992)”, 19 U. Dayton L. Rev. 283, 1993; Toshiko
Takenaka, “The Best Patent Practice Or Mere Compromise? A Review Of The
Current Draft Of The Substantive Patent Law Treaty And A Proposal For A
“First-To-Invent” Exception For Domestic Applicants”, 11 Tex. Intell. Prop. L. J.
259, 2003.
784 Scripps AbAo] Atlantic Thermo Plastic AbAdl] ¢Jdte] WA|H o7 #7] %X
2 Aol Ao At w7 B4 Eeo® Eekal o) AR A Aol 2l
& Fo R Mt AAAoRE Ao Aert ‘ME AFA Ge AR S A
ks AdE ol B 5 Qluk o2 Bof, 294, S8 /A, A}, 2009, 619
(“Atlantic o] &3l Scripps #elle] Aeld 771 dleHATkT das = e
EZoly, AAZ o|F Scripps THE WEL Y& A HEAET AE Uod U=
Aoty A=, 919k o] Adnke 7 WAL o= FuE WHoR YA B AT
o sl tigh dutd . HdjH 7]Fo R A= ofHh 1 olfe L. Aol QA7
wFolt}”), & A, 29, “Product by Process Claime E¢% HE#RA", Ed
T A, BFgAL, 2009, 1439,

e
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of sttp= A& WekelA sharsed), tiH oA Ak s = o]565) o]t
Adl7F v]|=E PA A LS ofy x|t b Aoz fiy oA SelE Aow
2 4 9

-

A11¢1 Abbott Lab A= AR AMRE = Z2AA Y cefdinirdl] o st
vl +E3] #4,935,50759 AEAAHAAo]a, ©o]= Omnicefd}ts WA O
2 Fustar o #FHA 5 A2 ofge £t

A7 1
e XA 3" sfjdoA ofefjo} 2 o HA|o M7} 935 HojF= AR
7-[2-(2-aminothiazol-4-yl)-2-hydroxyiminoacetamido]-3-vinyl-3- cephem.-4-carboxylic acid

(syn isomer).

g o]of o] Admbel ol ofsto] Aol Eeto] WA¥staL glar, o2 T3 3
2dhe Woto 2 F739] Rule-of-Necessity(E71 :r“H S ore ¢ gle A9 2ol A
o gyl g st Aol vt Ao

Fgslojof &t 2 A(necessity)o] AAH = 5

2 A= A9 =2 ié‘?%% 5]-g3t= 743 ou|gt}. Eric P. Mirabel,
“Product-by-Process Claims: A Practical Perspective”, J. Pat. & Trademark Office
Society vol. 68, No. 1, 1986, pp. 11-15)2 BHsA= F4%= Ut} Gary Newson,
“Product-By-Process Patent Claims: Arguing For A Return To Necessity And A
Reduction In The Scope Of Protection”, 40 Ariz. St. L. J. 327, 2008; Gregory S.
Maskel, “Product-By-Process Patent Claim Construction: Resolving The Federal
Circuit's Conflicting Precedent”, 17 Fordham Intell. Prop. Media & Ent. L. J. 115,
2006. £ 745 ot & OiL 49-9F o] Az ozt sgste]or 3 H e Aol
OWEV B Aeent Az or gt Ao B ATES §8stast o

Azl Tﬂ%ﬁ‘roﬂﬁ Zﬂ‘?ﬂmé %1 2 AT AMA AREHE fradt dge

E gt MY F Qv AR BHS AMS 51 e AW Akt B 5
ATt

564) o] AL AL Ayt o3le] AQFEY. 566 F.3d 1282(“Holdings: Following
sua sponte order of review en banc, the Court of Appeals, Rader, Circuit Judge,
held that: ...... . Affirmed.”).

565) 558 U.S. 1136(2010)(“Petition for writ of certiorari to the United States Court
of Appeals for the Federal Circuit denied.”).
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3147} (9)
oF 14.7°
oF 17.8°
oF 21.5°
oF 22.0°
oF 23.4°
oF 24.5°
oF 28.1°

A7 2.
7-[2-(2-aminothiazol-4-y1)-2-hydroxyiminoacetamido]-3-vinyl-3-cephem4-carboxylic  acid ~ (syn
isomen S Egsle S48 Ao 7l AWISIAA de = e AAAY]

7-[2-(2-aminothiazol-4-yl)-2-hydroxyimino acetamido]-3-vinyl-3-cephem.<4-carboxylic acid (syn

isomer).

A7 s,

7-[2-(2-aminothiazol-4-yl)-2-hydroxyiminoacetamido]-3-vinyl-3-cephem-4-carboxylic acid
(syn isomer) S L&l A F 7FEFE oA ] wrkS AL & 2o
A &Ho] IAEET WANAA A& F A= A 72-2- aminothiazol-4-yl)

-2- hydroxyiminoacetamido]- 3-vinyl-3-cephem.-4-carboxylic acid (syn isomer).
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IDEA: The Journal of Law and Technology 581, 598, 2000.
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626) NOMOS Corp. v. BrainLAB USA, Inc.,, 357 F.3d 1364, 1369(Fed. Cir.
2004)(“When there is no literal infringement of a means-plus—function claim
because the accused device does not use identical or equivalent structure, as in
this case, the doctrine of equivalents might come into play when after—-developed

technology is involved. The technology allowing the ExacTrac device to function
while handheld predates the ‘026 patent and, therefore, does not qualify as
after—developed. Consequently, the finding of no literal infringement in this case is
dispositive as to infringement under the doctrine of equivalents as well.”).

627) Chiuminatta Concrete Concepts v. Cardinal Industries, 145 F.3d 1303, 1310(Fed.
Cir. 1998)(“Even if such an element is found not to be a § 112, § 6, equivalent
because it is not equivalent to the structure disclosed in the patent, this analysis
should not foreclose it from being an equivalent under the doctrine of
equivalents.”)

628) olelat sidle] thalel, AW T)sol ASAATRY S5 AR Hol7)
S A9olE et Fsstee S5d skl tig felnd nesk AgHcks A,
John N. Kandara, “Application Of The Doctrine Of Equivalents To Means Plus
Function Claims: WMS Gaming Inc. V. International Game Technology”, 50 Duke
L.J. 887, 916, 2000(“By confirming that the doctrine of equivalents does extend to
claims written in means plus function language when the allegedly infringing
device performs only substantially the same function as is recited in the patent
claim, the Federal Circuit has halted the trend toward more restrictions at an
appropriate point and thereby ensured that the patent grant will continue to
provide meaningful protection from infringement.”).

629) Dawn Equip. Co. v. Kentucky Farms, Inc., 140 F.3d 1009, 1021-1022(Fed. Cir.
1998)(“The purpose of § 112, § 6 was to provide clear parameters within which
means-plus—function claims could be drawn and sensibly construed.
Accordingly, the separate judicially—created doctrine of equivalents would have no
application to those aspects of limitations drawn in means-plus—function form.”).
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[ABSTRACT]

A Study on Identity of Inventions

Kim Kwan—Shik
Department of Law Intellectual Property Law Major
The Graduate School

Seoul National University

Determination of identity of inventions i1s one of the fundamental issues
prerequisite to the determination of the novelty and first—to—file
requirement of the patent law. The identity of inventions should also be
determined for the determination of the so—called extended first—to—file
requirement, priority claims based on the Paris Convention and national prior
applications. The identity also plays critical role as a precondition for the
determination of patent infringement in civil actions and in a patent trial to
determine the legal scope of the patent at the Korean Intellectual Property
Tribunal. This makes the identity of plural inventions one of the most
important issues, the criteria of which should be established for the
subsequent applications. This dissertation deals with the standard for the
determination of the identity of inventions in the various aspects throughout

the patent law and has tried to establish the criteria for the determination.

The determination of the identity of inventions are discussed mainly on two

aspects: determination of the fulfillment of the patent requirements, and
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determination of patent infringement.

In chapter 2, the concept of identity and substantial identity of inventions
as well as the components of invention are discussed in general. In the
subsequent sections, the identity of inventions for the application of novelty
requirement,  first—to—file and so—called extended first—to—file
requirements. In section 4, identity of inventions for the acknowledgement
of priority claims based on the Paris Convention and national prior
applications are discussed. Finally the issue regarding especially the

determination of derived inventions is discussed in section 5.

In Chapter 3 the issue is discussed in the aspect of the patent infringement.
The concept and criteria of literal identity and substantial identity of
inventions in the United States, Japan, and Korea are introduced and
compared with emphasis on the precedents in the corresponding

jurisdictions.

In Chapter 4, the identity of inventions, the determination of which is
mainly based on the interpretation of the claims: product—by—process

claims and means—plus—function claims, are discussed.

Previous discussions are summarized in the Chapter 5 and the scope of the
identity of inventions for the various instances such as in the novelty
determination, determination of derived invention, first—to—file and extended
first—to—file requirement, acknowledgement of priority claim, and

infringement determination, are further compared as a closing comment.

Keywords: Invention, Identity, Substantial, Novelty, First—to—File, Equivalents
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