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([a] plaintiff must demonstrate: (1) that it has suffered an irreparable
injury; (2) that remedies available at law, such as monetary damages, are
inadequate to compensate for that injury; (3) that, considering the balance of
hardships between the plaintiff and defendant, a remedy in equity is warranted;
and (4) that the public interest would not be disserved by a permanent

injunction.)®
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31 "An exclusion order may still be an appropriate remedy in some circumstances, such as

where the putative licensee is unable or refuses to take a FRAND license and is acting
outside the scope of the patent holder's commitment to license on FRAND terms. For
example, if a putative licensee refuses to pay what has been determined to be a FRAND
royalty, or refuses to engage in a negotiation to determine F/RAND terms, an exclusion
order could be appropriate. Such a refusal could take the form of a constructive refusal to
negotiate, such as by insisting on terms clearly outside the bounds of what could reasonably
be considered to be F/RAND terms in an attempt to evade the putative licensee's obligation
to fairly compensate the patent holder. An exclusion order also could be appropriate if a
putative licensee is not subject to the jurisdiction of a court that could award damages. This
list is not an exhaustive one. Rather, it identifies relevant factors when determining whether
public interest considerations should prevent the issuance of an exclusion order based on
infringement of a F /RAND-encumbered standards-essential patent or when shaping such a
remedy."”
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ANEO AL JIXIN  S¥S D Z2¥E
UCH 012 ZHMAME 2 2JIN H2ys

Zgst Aez2E 2 = UE Georgia-Pacific LAE MICHSHALE.

rr

B. Georgia-Pacific 24

o=¢ct Ut 22 JIEX gas St gcld 2A8E Z2Eot=,

g2 ASBotAHLE ABote N2 B0l =& AAIZS (The
royalties received by the patentee for the licensing of the patent in suit,
proving or tending to prove an established royalty).

2. HY =0 Soie "lugtet OHE So12 AtE0ll CHol
ctOIMAIDE X288 & Al Z=(The rates paid by the licensee for the use of

other patents comparable to the patent in suit).

3. MEAANA/SHLAH; NHH =2 HOIM2 MeH/RH

o

N

r

22 ctojdlAel & L HP| (The nature and scope of the license, as
exclusive or nonexclusive; or as restricted or non-restricted in terms of
territory or with respect to whom the manufactured product may be sold).
4. ctOlMIA DL EtRIOINH 2EE AME0tES ctOldAE o Gt
2 o0l A

Ol ASE SIHE2ZM, S6l2 =Ea= =Xlot)| <ol

Jm
o
N

EALE, =S8HS 2E0H)| o Ote= E8
ctOlMA O 2ol =&E M OrHE I 2 )& (The licensor's
established policy and marketing program to maintain his patent monopoly
by not licensing others to use the invention or by granting licenses under

special conditions designed to preserve that monopoly).

% Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116, 1119-20
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5. ctOl&lA 2F ctOlElAIDE S8t XIG0IA s28 Y ctol

ror
o

JHE BEAMEUX HE L= OS0| LYX2E HHOHXRCIX 62
22 &4gH2l ZHH (The commercial relationship between the licensor

and licensee, such as, whether they are competitors in the same territory in
the same line of business; or whether they are inventor and promoter).

6. ctOIMAISl CHE MZS2 BiHE st Z1I So132 SHOH0
OIXl= &g 1 20l 2oldAel HI-S6d ME=2 2E

OFJlots Ol [ANA I SoiEE2 &M IJiX; Jd Il =2

[on

£ =2 &% (The effect of selling the patented specialty in promoting
sales of other products of the licensee; the existing value of the invention to
the licensor as a generator of sales of his nonpatented items; and the extent
of such derivative or convoyed sales).

7. SSAS E&£D|2+0F 20l M A Q] I 2H(The duration of the patent
and the term of the license).

8. Sol0ll JI=ot MZE HS2 =ole 0lAE; oAl 43F;

el &Mel 21D & & (The established profitability of the product

made under the patent; its commercial success; and its current popularity).

9. S5 #HY RAteE ZHE UWI| ol MAEZ/AE 0I&E MBO0I
AUCHH 0l dloh JHXl= 284 T= & & (The utility and advantages
of the patent property over the old modes or devices, if any, that had been
used for working out similar results).

10. Sol= Z2HO A& 2H0ldA 2o ARED HEE
AAO A NS E4; 11 9IS AtEe MEUAH ==

01 2! (The nature of the patented invention; the character of the commercial

embodiment of it as owned and produced by the licensor; and the benefits to
those who have used the invention).

11. Foll Kot 1 2= AlEe 8 1 AIE2 JtXIE ES06t

rr

S H=(The extent to which the infringer has made use of the invention; and
any evidence probative of the value of that use).
12. 11 EH¥&t 2g ZO0fLt bl Agetet SHZ200AM 21 ZHOILE
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rr

= Atet &

OE
10
>_

22 &l0ote UotE S&4HQ 01 £
DHOHOHO CHoll & E &= HlE (The portion of the profit or of the selling
price that may be customary in the particular business or in comparable
businesses to allow for the use of the invention or analogous inventions).

13. HISole FdAS, MZEE, AHEE 2g L= A0
ool Rt WER=0ILE 20 A= LHSZ2RH HEEHN
o 20 2o =cieE &S Itsgt 0122l HIE(The portion of
the realizable profit that should be credited to the invention as distinguished
from nonpatented elements, the manufacturing process, business risks, or
significant features or improvements added by the infringer).

14. XtAS HE M2 AL 2/ A &l =(The opinion testimony of
qualified experts).

15. ctOlMIAM @t ShOIAIAl & SEARREDE (RSO JHAIE AIEOIA)

=1 =
= =
ABte 2R 2OIMAIDL BelRel ojos 2 4

|IAS SIot LA ot= 2EU= S0 2ol == =
U= 2 (The amount that a licensor (such as the patentee) and a licensee
(such as the infringer) would have agreed upon (at the time the infringement
began) if both had been reasonably and voluntarily trying to reach an
agreement; that is, the amount which a prudent licensee -- who desired, as a
business proposition, to obtain a license to manufacture and sell a particular
article embodying the patented invention -- would have been willing to pay
as a royalty and yet be able to make a reasonable profit and which amount
would have been acceptable by a prudent patentee who was willing to grant

a license).

o
O
In
S|
ng
o
fo)
Hu

0l2t &2 15JtXl Georgia-Pacific R4S

45

- )



N
o

a0 4ol S&otL, O WS HE tao Oet st 20l

St AIA LIEHLO 2 = AUS A O0ICH
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I. HImCH& 11.Eof HLAFEE | IVII=H/S6 K] | VEEH
ctOl &l A A 1 Ates
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1. AH 3. 5. 9. ScHol BldH 14.
£35/9 ctOlMIACl | 2Ol &l Af 2 E52Y0 HE2It2
ctOl &l A 43 & ctOl&Al e =84 S
AN =Ry AtO[ €] Xl
S AUE 2
2. 4. 6. IMCl= |10. SSLHO0ILE |15 Jtaf
AASole | SolAXNS | HISHMBES | MB2 S4, =g
ctoldl A ctol el & EHOH Ol 82, &8 ==
A=z 3 0IXle ge 20t
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=) M=0ICt. SodXe HUAM=s HE =2 STZESS JtXle
At

£519 Mg Hluiacez dtdn g AH0I0d, Hoo

ot & AOICH  Olddet &E0AM e sSest A2 20U AHE
Solet Hlultide Sd2 Hiwit geld&oi2tl = = USK0 et
2HE =Hol= XE AOICH S, U AR Ol 2 H 0l %=
Hlulias d8ote 3¢ =8 28It 8% RKAS B=otk =Rot:
BHA 2 OAH MELEX Rot) BHAE = Al HSO0ICH

dSotuAt ettt Ct2t Olelgr aso HE=2 HEE+S562
S28E 1NHGHH 0RO MOF & 2H0ICH

(3) FRAND ZZEIE AHY gtAl
A. =38& Georgia-Pacific 2 4
Microsoft2 Motorola AFOIS] AS RAAE ASXYHA BHEOU M=
A=8t Georgia-Pacific 2 A~=2 SDOJt FRAND &2lE &6t F
SHMZ2 DA ‘=3E Georgia-Pacific 2 2SS HIAIGIUCH  AD|
HA B2 SSO00l FRAND &2E Est = sHE=

22 5JtAIE HMIAlGHRILC

1.SSO0 o E&ES0| Ecl M= A2 & H(Promotion of widespread
adoption of SSOs’ standards);
2. 55 25429 2 X (Avoidance of patent hold-up);

3. 2Ll =& £ X (Avoidance of royalty stacking);

8 Microsoft Corp. v. Motorola Inc., No. 2:10-cv-01823-JLR (W.D. Wash. Apr. 25, 2013)
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4. JtX

rr
H

&2 &= (Creation of valuable standards);
5. &l 2ZEIN UAHA =2=- IJtXIQ B Al (Exclusion of hold-up

value in the reasonable royalty). **

$0

Olet &2 SDO °f =H0l "Hl=0 H&=2 FRAND M0l U=

HEES069 el 22 dEsS ol Chs3 20l Georgia-Pacific

e 22 1(H™ S350l Ul S5RAXIF 22 2UE Mal)= RAND
2HOIMIAl RGOl 2HOIMAIRSE  A™s  2HEE0S

Lot OF StCH(Factor 1 (the royalties received by the patentee for
licensing the patents at issue) has to be modified to only take into account
royalties paid by licensees under RAND licensing conditions).

o R4 ASSAEXNS cetoldlA HE) 2 5 2t0ldIA 2t etOlANAl
AO1S] 2t H)= RAND 240 FAH M= BHXMIE O10F &FCF. (Factors
4 and 5 (the licensor’s policy and program of not licensing others and the
relationship between licensor and licensee, including whether they are

competitors) are disregarded in a RAND analysis).

e R4 6 % 8 (Sol3 & WASZ0l ctoldl A2 2HOIEAI0 DIXl=
sek)e olg SolJt BE0 232 Zdst FMA
EC-Y HCZRHE Zdote HIEE JtXI=  HHAHIEIO10F

StCh(Factors 6 and 8 (importance of the patented invention to the
licensor’s and licensee’s products and derivative and convoyed sales) have
to be adjusted to factor out any value that arises solely from the patent’s
potential hold-up power as a result of being included in the standard).

61

http://techipm-innovationfrontline.blogspot.kr/search?updated-max=2013-06-12T09:57:00-04:00&ma

x-results=10 (*|Z4+H&2: 2013.10.6); Microsoft Corp. v. Motorola Inc., No. 2:10-cv-01823-JLR (W.D.
Wash. Apr. 25, 2013)
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[0
it

7 (S5 =012t 210ldlA J2HE 20lM A} S5

12to2  sECoF & R0 (S5 Z=&J|120F)

Iy
I
U

el

o

b2t & OF SFCH (Factor 7 (duration of patent and term of license) is
simplified because the license is assumed to extend for the duration of the
patent)).

24 9 (ScH0l Hlioh SolgH0l 2 & Soloh
HECZ MEDI 0l (oY SolE) Mot E=0 HEE

= AYUE J=0 SEHE2 S0{0F SHCH (Factor 9 (the utility and

e
rr
10
0t
0x
0
o

0

f

advantages of the patent over old modes or devices) must be focused on
alternative technologies that could have been selected and included in the
standard before the standard was adopted).

2410 & 11 (Solg2FolL M32 s4, 44, Z&; oAt
AME BE)= 20ldAIS ME ¥ H&E2 JI=8 &0
Ed9 JI0l s&E= SO 0F &Ch(Factors 10 and 11 (benefits

to those who use the invention and value of use to the infringer) must be

10
o

[
=
o

focused on the contribution of the patent to the technical capabilities of the
standard and to the licensee’s products).

A 12(SAME A0l JUHAN S&EQ 0l22 HIE)2 RAND
ctoldlal AEollA SaEe 019&0 S8S S00F &tCH(Factor
12 (portions of the profit or selling price that are customary for use of the

invention) must be focused on what is customary in RAND-licensing

situations).
RA 13 (SAZZLHU 2o =cieE 0129 HIE)2 SoZHO0l
HE0 ZEEHAI 20 HNes EME =2E-g JIXE

HH XISFO4 OF StCH(Factor 13 (the portion of the licensee’s profit that
should be credited to the invention) must exclude potential hold-up value
the patented invention may have solely because it was included in the
standard).

A 15 (Jtagae HsDes 2= cloldA2t ctoldlAl Dt

RAND &°le Isotol =&-gu 2EE =H= ZAX6HH



0

H

J+ & 8tCh(Factor 15 (the amount licensor and licensee would have agreed

to at the time infringement began) must assume that the licensor and

licensee were negotiating under the shadow of the RAND commitment and

its goal of facilitating widespread adoption of the standard by avoiding

hold-up or royalty stacking problems). ®
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19.5 cents per unit.)

for Motorola’s 802.11 essential patent portfolio is 3.471 cents per unit. The RAND royalty range for

% 1d. (The RAND royalty rate for Motorola’s H.264 essential patent portfolio is 0.555 cents per unit.
this portfolio is 0.8

The RAND royalty range for this portfolio is 0.555 — 16.389 cents per unit. The RAND royalty rate
66 Mark A. Lemley & Carl Shapiro, A SIMPLE APPROACH TO SETTING REASONABLE

ROYALTIES FOR STANDARD-ESSENTIAL PATENTS ( 30 March 2013)
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(“Essential Patent Claim” shall mean any Patent Claim the use of
which was necessary to create a compliant implementation of either
mandatory or optional portions of the normative clauses of the [Proposed]
IEEE Standard when, at the time of the [Proposed] IEEE Standard’s approval,
there was no commercially and technically feasible non-infringing alternative.
An Essential Patent Claim does not include any Patent Claim that was
essential only for Enabling Technology or any claim other than that set forth

above even if contained in the same patent as the Essential Patent Claim). ***
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(““Enabling Technology™ shall mean any technology that may be
necessary to make or use any product or portion thereof that complies with the
[Proposed] IEEE Standard but is neither explicitly required by nor expressly
set forth in the [Proposed] IEEE Standard (e.g., semiconductor manufacturing
technology, compiler technology, object-oriented technology, basic operating

system technology, and the like)).**®
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Abstract

Study on Criteria For Standard Essential Patent Matters

Chang, JiHun

LL.M. Intellectual Property
Graduate School of Law
Seoul National University

Lack of clear criteria on SEP (Standard Essential Patent) matters, such as the
meaning of FRAND commitment, reasonable royalty, scope of the SEP, leads to
meaningless disputes, and reduces incentive to the inventor for further
standardization. This paper is directed to a study on criteria or solutions for these

matters.

Whether the injunction based on the SEP with FRAND commitment is
available should be determined considering various issues including legal
regulations, equity, political decision, contractual matters etc. But, the simplest
way to address this issue can be found by clarifying the regulation of SDO
regulating the members of it. One simple solution can be making SDO’s clear
regulation on that the injunctive relief can be sought only when a potential licensee
denies paying reasonable royalty determined by an interested 3 party. By this
regulation, it can be clear that the patentee can seek injunctive relief after the

mitigation by the 3" party, and cannot seek injunctive relief without this procedure.

The reasonable royalty can be estimated based on the modified Georgia-
Pacific factors developed by combining various methods and considering unique
features of SEP. However, efforts to accumulate data for prior licensing royalty
for specific field, and to increase reliability on the essentiality of SEP within the

SDQO’s database have to be followed to more efficiently apply this method.

It is proposed that at least a contribution-based SEP, a SEP based on the
1



technical contribution to the SDO, have to be disclosed before submitting that
contribution to SDO in order to provide a chance to SDO for adapting other
equivalent technology to the standard. The duty of declaration is a means for
inducing FRAND commitment, but independent regulation on the dilatation of the

duty of declaration itself is required.

The scope of SEP has to be clarified considering various efforts of NPEs
trying to avoid the FRAND limitations on the SEP. And, additional regulations

on the plurality of patents of the effectively same patentee are required.

By clarifying the criteria on the above matters can reduce unnecessary

disputes on SEP and can advance the development of standardization.

Keywords: SEP, FRAND, Injection, Duty of Declaration, Reasonable Royalty
Student Number: 2010-21402
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